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STATEMENT OF THE QUESTIONS 
PRESENTED 
The questions for decision are: ! 

(1) Did not the District Court for the District of Columbia 
err in failing to find that the Frank Herfort Canning Co.* and 
Lawrence Herfort,* its alter ego, were adverse parties, in addi- 
tion to the admitted adverse party defendant, Circus Fruit Cor- 
poration,* thus giving the Court jurisdiction under Title 35 USC 
§ 146+ (Act of July 19, 1952, c. 950, § 1, 66 Stat. 803), and Title 
15 USC § 1071 (Act of July 19, 1952, c. 950, § 2, 66 Stat. 814) # 
where the named defendants (excluding the Commissioner of Pat- 
ents) reside in a plurality of districts not embraced in a single state, 
and in failing to find that Lawrence Herfort and the Frank Her- 
fort Canning Company cannot avoid their responsibilities by 
reliance upon a pro forma assignment of a trademark application 
which is not here in issue, especially when the record shows such 
defendants are named as the actual parties in a combined litigation 
in the Patent Office against plaintiff, Circus Foods Inc., which was 
tried as a single unit with this case, and where they actively | took 
and continue to take positions adverse to plaintiff in the Beet 
litigation. 

(2) Did not the District Court for the District of ena 
err in holding that an opposer in an opposition proceeding i in the 
Patent Office dissatisfied with the decision of the Commissioner 
of Patents may not seek or have the remedy of a civil action under 
Title 35 USC § 146 (Act of July 19, 1952, c. 950, § 1, 66 Stat. 803) 
and Title 15 USC § 1071 (Act of July 19, 1952, c. 950, § 2, 66 Stat. 
814) even though the applicant in the opposition was refused 
registration on ex parte grounds and where such ex parte refusal 
has become final. | 


*The named defendants and appellees here. For convenience they will be 
referred to herein as defendants. 

+This will subsequently be referred to as 35 USC § 146 for brevity. 

*This will subsequently be referred to as 15 USC § 1071. | 





(3) Did not the District Court for the District of Columbia 
err in failing to hold that the Commissioner of Patents was a 
proper party defendant in a civil action under Title 35 USC § 146 
(Act of July 19, 1952, c. 950, $ 1, 66 Stat. 803), even though it is 
conceded by plaintifft that by the terms of the statute the Com- 
missioner of ‘Patents is not a necessary party, and even though it 
is further conceded by plaintiff that the Commissioner of Patents 
may not be counted as an adverse party defendant for purposes of 
establishing the necessary plurality of defendants required for 
jurisdiction. | 


tCircus Foods Inc., which is appellant here. For convenience and to avoid 
the confusion in the names Circus Foods Inc. will be referred to as plaintiff 
throughout this brief. 
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JURISDICTIONAL STATEMENT : 

Plaintiff, Circus Foods Inc., of San Francisco filed its complaint 
herein (Appellant’s App. 1-11) invoking the original juris- 
diction of the District Court of the District of Columbia under 
the Patent Act of 1952 (Act of July 19, 1952, c. 950, § 1, 66 Stat. 
803, USCA Title 35, § 146) (Appellant’s App. 31) and under the 
Lanham Trademark Act of 1946 (Act of July 5, 1946, c. 540, Title 
I, §21, 60 Stat. 435, USCA Title 15, §1071) as amended in 
1952 (Amended July 19, 1952, c. 950, § 2, 66 Stat. 814) (Appel- 
lant’s App. 33). Plaintiff was the Opposer in an opposition pro- 
ceeding No. 31,626 against an applicant, Frank Herfort Canning 
Co., and Circus Fruit Corporation, assignee (appellees here), in 
the Patent Office, which Opposition was dismissed by the Com- 
missioner, and, in addition, the Commissioner on ex parte grounds, 
denied registration to the applicant. Plaintiff being dissatisfied 
with the decision of the Commissioner of Patents, brought this 
civil action to review the decision of the Commissioner with 
respect to the dismissal of the Opposition only. No question con- 
cerning the refusal to grant registration of applicant’s (appellee s) 
trademark is here involved. 

A companion case, Opposition No. 31,759, entitled Frank H er- 
fort Canning Co., Inc., vs. Circus Foods Inc., was tried and heard 
as a single unit with the present case, at the same time and on the 
same record. The decision in the companion case, 110 USPQ 498, 
was rendered also at the same time and is inexorably tied to the 
decision here, Circus Foods Inc. v. Frank Herfort Canning Co. et 
al., 110 USPQ 501. Accordingly, both decisions are a part of this 
record (Appellant’s App. 16-17). 

Defendants, Lawrence Herfort, Frank Herfort eta Gor 
Inc., and Circus Fruit Corporation, jointly represented by a single 
attorney (Appellant's App. 17), filed a Motion to Dismiss 
(Appellant's App. 13) on the ground that they and each of them 
were not “adverse” parties within the meaning of 35 USC § 146 
and therefore the District Court for the District of Columbia could 
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not have jurisdiction. Also, that said defendants were not “parties 
in interest”’ and therefore could not be made defendants. Also, that 
since the Commissioner of Patents was not a “necessary” party nor 
an “indispensable” party, he could not be made a defendant 
herein. 

The Solicitor for the Patent Office also filed a Motion to Dis- 
miss (Appellant’s App. 14) asserting that the Court lacked juris- 
diction over the parties and over the subject matter involved. The 
admissions made by the Solicitor for the Commissioner of Patents 
in his argument indicate, first, that since the ex parte refusal of 
registration by the applicant had become final, plaintiff was not 
entitled to have the decision of the Commissioner dismissing the 
Opposition reviewed by civil action under Title 35 USCA § 146 
(Appellant’s App. 18-20), and, second, jurisdiction of the parties, 
other than the Commissioner, was contested on the ground that 
adverse parties under the statute were limited to “necessary” par- 
ties even though the word “necessary” is not used in the statute. 

After the hearing, the District Court granted both Motions and 
entered an order dismissing the complaint, without opinion 
(Appellant's App. 24). Whereupon this appeal was taken under 
the Judicial Code. (Act of June 25, 1948, c. 646, 62 Stat. 929, 
USCA Title 28, § 1291). 


STATEMENT OF THE CASE 

Plaintiff, Circus Foods Inc., started in the business of manu- 
facturing and selling food products, particularly nuts and candy 
in San Francisco, and made its first shipment in interstate com- 
merce using its trademark “Circus” on August 15, 1945. (Appel- 
lant’s App. 3) It was unsuccessful in its effort to register this mark 
in the Patent Office because of an alleged prior trademark regis- 
tration No. 92,795, issued to the Frank Herfort Canning Company 
of Baraboo, Wisconsin. The two trademarks were not identical, 
the Herfort mark being the word “Circus” with a pictorial repre- 





3 ; 
sentation of a circus tent above it, a giraffe to the right and a lion 
and a leopard to the left. Plaintiff's mark is shown on page 2 of 
its Appendix. Plaintiff negotiated with Lawrence Herfort, Presi- 
dent of the Frank Herfort Canning Co., for the purchase of this 
registration, which was refused. But since the Patent Office: had 
already held that the Herfort mark covered plaintiff's products, 
Herfort agreed to make a shipment of such products under its 
trademark to qualify the mark for registration on the new prod- 
ucts, and to transfer the resulting registration if and when it was 
obtained. This was done and Herfort received trademark regis- 
tration No. 424,245, which it duly assigned to plaintiff in October 
of 1946 (Appellant’s App. 6). In the meantime, however, plain- 
tiff had gone into full scale production and sale under its own 
trademark “Circus.” | 

Some five years later the Circus Fruit Corporation of Sarasota, 
Florida, was organized and its organizers also contacted Herfort 
for the purchase of this original registration, No. 92,795. The 
organizers of defendant Circus Fruit Corporation were advised of 
the existence of plaintiff and of its purchase and assignment of 
registration No. 424,245. Without consulting or in anyway advis- 
ing plaintiff, Herfort and Circus Fruit Corporation entered into an 
agreement to file another application for trademark registration 
with respect to other food products and to assign this one to Circus 
Fruit Corporation. This was done and the application is identified 
by Serial No. 611,179 (Appellant's App. 3). It was only after this 
had been accomplished that Circus Fruit Corporation suggested to 
plaintiff that it should confirm and approve the arrangements 
between Herfort and Circus Fruit Corporation, which plaintiff 
refused to do. | 

About one year later, in June of 1952, when the Herfort- Circus 
Fruit Corporation application was published for opposition, plain- 
tiff filed its Opposition No. 31,627 (Appellant's App. 4) pursuant 
to Title 15 USCA § 1063, alleging, as is required, that it would be 


4 
damaged by the registration of this published trademark. In mak- 
ing the allegations of damage, plaintiff relied upon four separate 
grounds. (Appellant’s App. 4) One of these was its own prior use 
of the trademark “Circus” commencing in August of 1945, and 
another was the prior registration No. 424,245 which had been 
assigned from Herfort to plaintiff in 1946. 

A month later, a quirk of fate produced the second Opposition. 
Plaintiff, not wishing to rely wholly upon the registration of trade- 
mark No. 424,245 which had been purchased from Herfort, had 
in the meantime filed an application for registration of its own 
trademark and this mark was published for opposition in July of 
1952. (Appellant’s App. 3 par. (10)) Immediately the Frank 
Herfort Canning Co. opposed the registration of plaintiff's mark, 
relying upon its original registration No. 92,795, and attempting 
to restrict the use of the trademark which it assigned to plaintiff, 
being No. 424,245, to specific products and no others. This Oppo- 
sition is No. 31,759. (See Frank Herfort Canning Co. v. Circus 
Foods Inc., 110 USPQ 498.) 

Since the two oppositions involved substantially the same subject 
matter and the same parties, (Appellant’s App. 16-17) it was 
stipulated that the testimony could be used in either of the Opposi- 
tions with equal force and effect. Thus, although the cases were 
briefed separately, they were tried and heard as a unit. Testimony 
was taken in San Francisco, California where plaintiff resides, in 
Sarasota, Florida where Circus Fruit Corporation resides, and in 
Baraboo, Wisconsin where the Frank Herfort Canning Co. and 
Lawrence Herfort reside. The final hearing occurred on October 
6, 1954, and the Examiner of Interferences rendered a single Opin- 
ion covering both Oppositions April 15, 1955. This decision dis- 
missed both Oppositions and, on ex parte grounds, refused regis- 
tration of both trademarks. It should be observed that while the 
Commissioner subsequently arrived at the same result, it was on 
wholly different grounds and on grounds which had not previ- 
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ously been raised either by the pleadings or the hearings. In the 
contested phases each of the parties took an appeal from the dis- 
missal of the respective Oppositions, and each of the applicant 
parties took ex parte appeals with respect to the refusal to register. 
Thus four appeals were taken to the Commissioner of Patents. 
On the appeals to the Commissioner, briefs were filed in connec- 
tion with each of the four appeals during the early part of 1955. 
The entire matter was set down for oral argument and was heard 
as a unit January 31, 1956. This was in spite of the fact that plain- 
tiff, Circus Foods Inc., requested additional time for argument sO 
that the opening statement could properly identify and differen- 
tiate the issues involved in each of the appeals. This was denied by 
communication dated January 18, 1956. Six months later the Com- 
missioner filed two simultaneous decisions in each of the Opposi- 
tions. Chronologically the Opinions are published in reverse. 
The first Opposition, No. 31,626, Circus Foods Inc. v. Frank H er- 
fort Canning Co. et al, is reported in 110 USPQ 501, and the sec- 
ond Opposition, No. 31,759, entitled Frank Herfort Canning Co. 
v. Circus Foods Inc., is reported in 110 USPQ 498. Only Circus 
Foods Inc. filed petitions for rehearing and reconsideration, which 
were denied in a single opinion reported in Circus Foods Ine. v. 
Frank Herfort Canning Co.; Frank Herfort Canning Co. v. Ciyens 
Foods Inc., 111 USPQ 159. | 

On the contested inter partes matters plaintiff brought this civil 
action in the District Court of the District of Columbia pursuant to 
35 USC § 146. On the ex parte refusal to register plaintiff's trade- 
mark application, plaintiff filed another civil action under the 
companion statutory provisions 35 USC § 145 involving only a 
dissatisfied applicant. That decision forms no part of the matters 
to be reviewed herein (Appellant's App. 14-15). However, by 
agreement of the parties, at the District Court's suggestion, the 
decision in which this refusal occurs is made a part of the record 
in this case (Appellant’s App. 15-16). 





6 

In the present case, both the Commissioner of Patents and the 
remaining three defendants as a unit, filed Motions to Dismiss. 
The Commissioner of Patents moved to dismiss on two grounds, 
one, lack of jurisdiction over the parties, and two, lack of jurisdic- 
tion of the subject matter (Appellant’s App. 14). The other three 
defendants moved to dismiss on the ground that there was no 
jurisdiction of the parties (Appellant’s App. 13). These Motions 
were argued orally before the Honorable David A. Pine on Janu- 
ary 4, 1957 (Appellant’s App. 14). Both Motions were granted 
and the Order of Dismissal was entered February 15, 1957 (Appel- 
lant’s App. 24), whereupon the present appeal was taken to this 
Court. 

STATUTES INVOLVED 


The relevant parts of the patent and trademark statutes con- 
cerned are lengthy and the interpretation of specific language 
used therein is involved. Any attempt to paraphrase the statutes 
might be misleading and certainly would be subject to such a 
charge in any event. Accordingly, they are set out in full in 
Appellant’s Appendix at pages 31 and 33. 


STATEMENT OF POINTS 

The points on which plaintiff (appellant) intends to rely in 
this appeal are as follows: 

1. The District Court erred in granting the Motions to Dis- 
miss for lack of jurisdiction (Error (1), Appellant’s App. 27). 

2. The District Court erred in not holding that the Frank 
Herfort Canning Co. was not only an adverse party but also a 
necessary party defendant (Errors (3), (5), (6), Appellant’s 
App. 27). 

3. The District Court erred in not holding that Lawrence 
Herfort was an adverse party (Error (3), Appellant’s App. 27). 

4, The District Court erred in not holding that the required 
plurality of adverse defendants (not including the Commissioner 
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of Patents) residing in a plurality of districts not embraced within 
a single state, was here present so as to give the Court jurisdiction 
under 35 USC § 146 and 15 USC § 1071 (Errors (4), ©), (6), 
Appellant’s App. 27). 

5. The District Court erred in not holding that an opposer in 
an inter partes proceeding in the Patent Office, dissatisfied with the 
decision of the Commissioner, may bring and maintain a civil 
action under 35 USC § 146 and 15 USC § 1071 where his adver- 
Sary’s application was refused on ex parte grounds Ear (7); 
(8), (11), Appellant’s App. 28). 

6. Admitting the Commissioner is not a necessary se and 
admitting that the Commissioner is not an adverse party for juris- 
dictional purposes, nevertheless, the District Court erred in failing 
to hold that he is a proper party and may be retained as a! ' party 
defendant in a civil action under 35 USC § 146 and 15 USC § 1071 
(Errors (9), (10), Appellant’s App. 28). 


SUMMARY OF ARGUMENT 
Plaintiff seeks the reversal of the Order dismissing the Com- 
plaint herein for lack of jurisdiction, for the following reasons: 
A. The District Court for the District of Columbia does have 
jurisdiction of the parties under 35 USC § 146, and the ear 
provisions for trademarks under 15 USC § 1071. 

1. There is a plurality of adverse parties joined as ashen 
ants herein, residing in districts not embraced within the 
same state, as required for jurisdiction. | 

2. Plaintiff concedes that the Commissioner of Patents, 
even though joined as a party defendant, may not be counted 
as an adverse party for jurisdictional purposes. 

3. The defendant, Circus Fruit Corporation, is saitaihealy 
an adverse party and properly joined as a defendant. : 

4. The Frank Herfort Canning Company is properly 
joined as an adverse party defendant because it is not merely 
a formal party as assignor to Circus Fruit Corporation. | 
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(a) Herfort cannot claim it is merely a nominal or 
formal party because it has not assigned its entire interest 
in the subject matter to Circus Fruit Corporation. 

(b) Herfort has never parted with what it claims as its 
fundamental interest, i.e., its trademark registration No. 
92,795 which it asserted against plaintiff, as shown by the 
decision, Frank Herfort Canning Co. v. Circus Foods Inc., 
110 USFQ 498, which decision is part of this case. 

(c) The only assignor-assignee relationship between 
Herfort and Circus Fruit Corporation is with respect to 
trademark application Serial No. 611,179, which trade- 
mark application is not here in issue, making the relation- 
ship based thereon unavailable to Herfort. 

(d) The only other assignor-assignee relationship con- 
cerns the earlier assignment of trademark registration No. 
424,245 from Herfort to plaintiff, which assignment is not 
an assignment of Herfort’s entire interest in the trademark 
“Circus,” as demonstrated by Herfort’s bringing an Op- 
position proceeding against plaintiff subsequent to this 
assignment. See Frank Herfort Canning Co. v. Circus 
Foods Inc., 110 USPQ 498. 


5. Frank Herfort Canning Company is an adverse party 
because it is named as an adverse party in this litigation as 
shown by the records of the Patent Office at the time of the 
decision here complained of. 

(a) The rule of law, as established by this Court in 
Chris Laganas Shoe Co. v. Watson, 95 App. D.C. 324; 
221 F.2d 881; 105 USPQ 149, is that any named party to 
the litigation is not only an adverse party, but a necessary 
party. 

(b) The Frank Herfort Canning Company is a named 
party in all of the decisions, Frank Herfort Canning Co. v. 
Circus Foods Inc., 110 USPQ 498, Circus Foods Inc. v. 
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Frank Herfort Canning Co. et al., 110 USPQ 501, Circus 
Foods Inc. v. Frank Herfort Canning Co., et al, and Frank 
Herfort Canning Co. v. Circus Foods Inc., 111 USPQ 159. 


6. The Herfort Canning Company is an adverse party as 
shown by its alignment with Circus Fruit Corporation and 
the circumstances of the pleadings and litigation herein. : 

(a) The two Oppositions involved, i.e., No. 31,626 and 
No. 31,759, were tried as a unit upon the same testimony 
and because of this are inseparably linked together. | 

(b) The Frank Herfort Canning Company took an 
adverse position to plaintiff in all of this litigation and 
actively asserted adverse claims and testimony against 
plaintiff, particularly with respect to trademark registra- 
tion No. 424,245 which it had assigned to plaintiff. 

(c) Frank Herfort Canning Company acted through 
the same attorney as Circus Fruit Corporation. 

(d) It acted as a unit with Circus Fruit Coroamon and 
signed the same pleadings. 


7. By every test, the Frank Herfort Canning Company is 
an adverse, interested party defendant and with Circus Fruit 
Corporation also an adverse, interested part, a plurality of 
defendants residing in districts not embraced within the 
same state, as required under 35 USC § 146, is established. 

8. Lawrence Herfort is likewise an adverse party defend- 
ant. 
(a) It is alleged in the Complaint that Lawrence Her- 
fort is the alter ego of the Frank Herfort Canning Com- 
pany, which allegation is not contested. 

(b) The allegations of the Complaint are scepted as 
true for purposes of the Motions to Dismiss. | 
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(c) Since Lawrence Herfort stands in the same shoes as 
the Frank Herfort Canning Company, he is equally an 
adverse party defendant. 


B. The District Court has jurisdiction of the subject matter 


herein. 


1. 35 USC § 146 and the dependent provisions with re- 
spect to trademarks, 15 USC § 1071, give any party to an 
inter partes proceeding in the Patent Office, who is dissatis- 
fied with the decision, the right to file a civil action to correct 
the same. 

2. The Commissioner of Patents has asserted that, re- 
gardless of the statutory language, an opposer who is dis- 
satisfied with the decision of the Commissioner may not file 
a civil action under 35 USC § 146 and 15 USC § 1071, if his 
adversary’s trademark has been refused on ex parte grounds, 
and such refusal has become final. 

3. The single authority offered by the Commissioner to 
support this theory is admittedly under a discarded pro- 
cedure which is not applicable to courts of law. 

4. This decision has never been cited or referred to in 
the law courts and is not even followed in the Patent Office 
administrative Court of Customs and Patent Appeals. 

5. There is nothing in the authorities or in logic for 
doing other than adhering to the clear language of the 
statute. 

(a) To follow the theory raised by the Commissioner 
would permit only dissatisfied applicants to file a civil 
action and would prevent other parties dissatisfied with 


the decision, from obtaining any relief. 

(b) It would also do violence to the Congressional in- 
tent in changing the language from the former statute 
which restricted the remedy to applicants only, to the new 
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language of the present statute giving the remedy to Hany 
dissatisfied party. 


C. The Commissioner of Patents is a proper party hereto and 
was properly joined as a defendant. 

1. Plaintiff concedes that by the express feapeiay M 35 
USC § 146 and the dependent provisions of 15 USC § 1071, 

the Commissioner is not a necessary party. | 
(a) The District Court has power to proceed without 

his being joined as a party. | 
(b) By specific statutory provision the Commissioner 

has the right to intervene. ! 

(c) Therefore, he is a proper party. 


2. Plaintiff concedes that the Commissioner of Patents is 
not an adverse party for purposes of jurisdiction and may 
not be counted to provide a plurality of adverse defendants. 

3. A civil action under 35 USC $146 does not bear 


directly against the parties, but is directed primarily to setting 
aside the action of the Commissioner, who is an administra- 
tive officer. ! 

4, Here the complaint is directed to setting aside the 
actions of the Commissioner of Patents, which plaintiff 
believes are completely outside of the scope of the pleadings, 
the testimony, and the law. | 

5. Under these circumstances to even suggest that the 
Commissioner, an administrative officer, is not vitally inter- 
ested in maintaining the decision complained of in the courts 
of law, is to be most unrealistic. 

(a) The mere fact that the statute provides the Com: 
missioner may intervene indicates that he has sufficient 
interest in the subject matter to be a proper party. | 

(b) The decisions hold the Commissioner is a Pape 


party. 
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ARGUMENT 

There Is a Plurality of Adverse Parties Defendant Residing in a 
Plurality of Districts Necessary to Give the Court Jurisdiction. 
It will be conceded by plaintiff (appellant) at the outset that, 
unless there are adverse parties residing in a plurality of districts 
not embraced within the same state, the District Court for the Dis- 
trict of Columbia had no jurisdiction under 35 USC § 146 and the 
dependent provisions of 15 USC § 1071 specifically referring to 
trademarks. This Court has recently held that the Commissioner 
of Patents is not an adverse party as contemplated by 35 USC § 146 
and, therefore, the required plurality of adverse defendants must 
be established without reference to the Commissioner. Chris 
Laganas Shoe Co. v. Watson, 95 App. D.C. 324; 221 F.2d 881; 
105 USPQ 149. It is admitted that both Lawrence Herfort and the 
Frank Herfort Canning Co. are residents of Baraboo, Wisconsin, 
and that Circus Fruit Corporation is a resident of Sarasota, Florida 
(Appellant’s App. 13). Therefore, it is not contended by any of 
the defendants that there is not here present a plurality of defend- 
ants, excluding the Commissioner of Patents, residing in a plural- 
ity of districts not embraced within the same state. The assertion 

by the defendants is that some of these parties are not “adverse.” 


Circus Fruit Corporation Is Admittedly an Adverse Party. 

Circus Fruit Corporation, residing in Sarasota, Florida, is an 
adverse party defendant, and none of the defendants challenge 
this fact. 


In Addition to Circus Fruit Corporation, the Frank Herfert Canning 
Co. Is an Adverse Party. 

Although not clearly stated at any point, the defendants contend 
that the Frank Herfort Canning Company is not an adverse party 
herein because it was at most a formal or nominal party being 
merely an assignor of rights in the trademark which the assignee, 
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Circus Fruit Corporation, sought to register and which was refused 
on ex parte grounds in this opposition. Plaintiff concedes that in 
civil actions brought under the predecessor statute (R.S. 4915; 35 

USC 63), an applicant-assignor who had parted with all of his 
interest in the subject application, is at most a formal party defend- 
ant and could not be joined with his assignee merely to provide the 
plurality of defendants required to bring the suit in the District 
Court of Columbia under 35 USC § 72(a). This precise point was 
held in Standard Oil Company (Indiana) v. Pure Oil Company et 
al., 35 USPQ 108. There, upon a motion to dismiss, which | ‘was 
granted, the Court stated (p. 109): 


“As said above, so far as appears from the allegations of the 
bill, the defendant-assignor has parted with his entire inter- 
est and will in no way be affected by the result of this suit. 
To hold that the plaintiff by making a mere formal party a 
codefendant can compel the real defendant, the real party in 
interest, to come from any part of the United States and 
defend his rights in the District of Columbia would conflict 
with the general purpose of Congress as appears from: the 
fact that ordinary suits in the federal courts must be brought 
in the district in which the defendant resides.” (Emphasis 
supplied) | 


The trademark application which was assigned by the defendant 
Frank Herfort Canning Co. to the defendant Circus Fruit Corp. 
(Serial No. 611,179, Appellant’s App. 3) is not in issue in this 
action. Accordingly, the assignor-assignee relationship resulting 
therefrom is not involved, and is not available to defendants as a 
ruse to avoid the responsibility for and the consequences of their 
own activities. As appears from the allegations of the complaint 
and from the record herein, the Frank Herfort Canning Company 
and its alter ego, Lawrence Herfort, are not defendant-assignors 
of their entire interest in the trademark “‘Circus’, with no real 
interest in this litigation. 
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It is clear from the plain language of 35 USC § 146 and 15 USC 
§ 1071, that all “adverse” parties may be joined as defendants. 
The statute does not define what an adverse party is. In 4 Moore’s 
Federal Practice (2nd Ed. 1950) at page 1190, in discussing Rule 
26 of Federal Rules of Civil Procedure, and particularly subsec- 
tions (d) (2), it is stated that the words ‘‘adverse party,” as used 
in this rule, is a term of art and means a party whose interest in 
the case is adverse to that of another party, even though they may 
be both nominally aligned as coparties. Also, with respect to the 
propounding of interrogatories under Rule 33 of the Federal 
Rules of Civil Procedure, 4 Moore’s Federal Practice (2nd Ed. 
1950) at page 2275, it is stated that whether parties are or are 
not adverse can generally be determined by the role in which a 
party is cast in the pleadings setting forth the claims or defenses, 
although where this alignment does not reveal the true adversity 
of the parties, the reality of the litigation should control. 

Accordingly, in analyzing the complaint, the allegations of 
which are admitted as true for purposes of the motions to dismiss, 
the roles in which the Frank Herfort Canning Company and 
Lawrence Herfort are cast are as follows: 

(a) Lawrence Herfort is the alter ego of the corporate 
defendant Frank Herfort Canning Co., Inc., being its presi- 
dent and substantially sole owner (Appellant’s App. 2). 

(b) In the Opposition No. 31,626, involved herein, plain- 
tiff, Circus Foods Inc., in order to prove prior adoption and 
use as well as damage, relied upon trademark registration 
No. 424,245 which it had purchased from the Frank Herfort 
Canning Co. through negotiations with Lawrence Herfort its 
president (Appellant’s App. 4-6). 

(c) In this Opposition the Commissioner of Patents held 
registration No. 424,245 and the assignment from Frank 
Herfort Canning Co. to Circus Foods were void ab initio 
because the negotiations between Lawrence Herfort, on 
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behalf of the Frank Herfort Canning Co., and Pani were 
said to be a conspiracy (Appellant’s App. 6). 

(d) The damage to plaintiff's rights and property giving 
rise to this civil action involves the correction of the holdings 
with respect to such negotiations (Appellant's App. 7). 

(e) Unless the relationship between plaintiff and Law- 
rence Herfort, and Frank Herfort Canning Co. is corrected 
by this Court, plaintiff's rights in and to the trademark regis- 
tration No. 424,245 which it purchased in good faith from 
the Frank Herfort Canning Co. will be lost and destroyed 


(Appellant’s App. 7). 





The Frank Herfort Canning Co. is actually a named party it 
gant in this unified and inseparable litigation. 

(a) The Frank Herfort Canning Company was a party 
against plaintiff, Circus Foods Inc., in Opposition No. 31,759 
on the very same subject matter (Registration No. 424,245 
asserting what it claimed as superior rights to the identical 
trademark, under its registration No. 92,795—See Frank 
Herfort Canning Co. v. Circus Foods Inc., 110 USPQ 98 
at 500). 

(b) Lawrence Herfort testified as the only spokesman | for 
the party Frank Herfort Canning Co. against the interests of 
plaintiff, Circus Foods Inc., in both Opposition proceedings, 
in the effort to either void or drastically limit the rights which 
were transferred by it to plaintiff with registration No. 
424,245. 

(c) This decision is admittedly a part of the present action 
and a part of the decision on which this action is based 
(Appellant’s App. 16-17). 

(d) Under the authority of Chris Laganas Shoe Co: v, 
Watson (supra), a party to an inter partes proceeding is not 
only an adverse party under § 146, but is a necessary Peary 
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Accordingly, the Frank Herfort Canning Co. at least is not 
only an adverse party but a necessary party. 

(e) As the alter ego of his corporation, Lawrence Herfort 
is likewise not only an adverse party but a necessary party 
defendant. 

(f) Even the Patent Office recognized that this litigation 
was such a unity that only a single opinion was written for 
both cases on the Petition for Rehearing, which was denied 
(See Frank Herfort Canning Co. v. Circus Foods; Circus 
Foods v. Frank Herfort Canning Co., 111 USPQ 159). 





In addition, the realities of the litigation further demonstrate 
beyond question the true adversity of the positions taken by the 
Frank Herfort Canning Co. and Lawrence Herfort against plain- 
tiff. 

(a) Although the opinion particularly complained about 
herein (Circus Foods Inc. v. Frank Herfort Canning Co., 110 
USPQ 501) was equally unsatisfactory to the Frank Herfort 
Canning Co. in that it held that Herfort was engaged in a 
second conspiracy, this time with its codefendant, Circus 
Fruit Corp., nevertheless, the Frank Herfort Canning Co. 
took no appeal either to this Court or to the U. S. Court of 
Customs and Patent Appeals (Appellant’s App. 16) and has 
in effect, confessed to the truth of this unproved and un- 
warranted charge, which must have an adverse effect upon 
the relationship between Herfort and plaintiff, if left un- 
challenged. 

(b) Instead of helping plaintiff establish its just rights 
under registration No. 424,245, Herfort has consistently 
aligned itself with Circus Fruit Corp. even to the extent of 
having the same attorney (Appellant's App. 13, 15, 17). 
This is clearly a position adverse to plaintiff-appellant and 
having nothing whatever to do with the assignor-assignee 





as 


4 


| 
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relationship between the defendants with respect to thade 
mark application Serial No. 611,179. 

(c) In no event has the Frank Herfort eat Co. 
assigned all of its rights in and to the trademark “Circus,” 
either to plaintiff or to Circus Fruit Corp., but has always 
maintained and asserted its ownership of Registration No. 
92,795 (Appellant’s App. 5-6; Herfort v. Circus Foods, 110 
USPQ 498, 499; Circus Foods v. Herfort, 110 USPQ 501, 
502). Thus, Herfort has not parted with the evtire interest 
in the subject matter of this action and cannot avoid the 
consequences of its acts by asserting it is merely an assignor 
with no remaining interest. 


Defendant, Frank Herfort Canning Co., from every point of 
view is not only an adverse party as required by 35 USCA § 146, 
but is in fact a necessary party. Since Circus Fruit Corp. is, ad- 
mittedly an adverse party residing in Sarasota, Florida, the joining 
of the Frank Herfort Canning Co. admittedly a resident of Bara- 
boo, Wisconsin as an adverse party, establishes a plurality of ad- 
verse defendants residing in a plurality of districts not embraced 
in a single state. Accordingly, the required plurality of adverse 
defendants is established for jurisdiction of the District Court for 
the District of Columbia. : 


Lawrence Herfort Is Also an Adverse Party and a Real Paty in 
Interest. 

It is not necessary to pierce the corporate veil of the Frank Her- 
fort Canning Co. to show the real party in interest to be Lawrence 
Herfort, as this is alleged in detail in the Complaint (Appellant's 
App. 2). These allegations are accepted as true for purposes: of 
the Motions to Dismiss. Being the alter ego of and the only spokes- 
man for the corporation, Lawrence Herfort is properly joined as 
an adverse party, additionally providing a plurality of adverse 
parties as required for jurisdiction under 35 USCA § 146. 
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A Civil Action Brought by a Dissatisfied Opposer Is Proper Under 
35 USCA § 146 Even Though the Application of His Adversary 
Has Been Refused on Ex Parte Grounds. 

It is admitted by the Solicitor for the Patent Office that the 
decision of the Commissioner of Patents in the opposition pro- 
ceeding involved in this civil action was concerned with the ques- 
tion of priority, among other pertinent questions (Appellant's 
App. 17). It is conceded by all parties that plaintiff, who was 
Opposer and a party to the Opposition, is dissatisfied with the 
decision of the Commissioner on the question of priority, as well 
as many others. It was only the Solicitor for the Patent Office who 
urged on the Motion to Dismiss that since the Commissioner’s 
decision refused the registration of the applicant’s trademark and 
the same had become final, all remaining issues and matters of 
dissatisfaction in the decision became moot. Therefore, the Dis- 
trict Court had no jurisdiction of the subject matter in this action. 
(Appellant's App. 20) If the position asserted by the Solicitor for 
the Patent Office were sound, the opposer in an Opposition pro- 
ceeding could not bring a civil action under 35 USCA § 146 where 
the application for registration was denied, and even where the 
denial was on ex parte grounds, as here, even though as a party 
thereto he was dissatisfied with the dismissal of the opposition. 
The Solicitor cited and relied upon a single authority, Dunlap & 
Company v. Bettman-Dunlap Company, 57 App. D.C. 351; 23 
F.2d 772, (Appellant’s App. 18) in which it was indeed held that 
where the decision involved the refusal of the right to register, 
the remaining matters were moot where no appeal was taken from 
the denial of the right to register. It is important to note, however, 
that this case was brought under the old procedure, which is not 
here involved, and that the District Court at that time was merely 
an administrative tribunal having the same jurisdiction which is 
now exercised by the Court of Customs and Patent Appeals, 
insofar as trademark appeals are involved. This fact is admitted 
by the Solicitor for the Patent Office (Appellant’s App. 18-19). 
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The District Court of the District of Columbia is no longer an 
administrative tribunal but is a court of general original juris- 
diction precisely the same as any other District Court. Being a court 
of general original jurisdiction, it is not bound by or limited to the 
record in the Patent Office, but provides a trial de novo. 
Radio Corp. of America v. International Standard, 134 FE: 
Supp. 593; 106 USPQ 393 (D.C. Del.) ; 
Gold Seal Co. v. Weeks, 129 F. Supp. 928; 105 USPQ 407 
(D:C. Dist: Col); 
McCashen v. Watson, 131 F. Supp. 233; 106 om 166 
(DC. Dist Cold); 
Hooker Electrochemical v. Watson, 135 F. Supp. 275; 107 
USPQ 78 (D.C. Dist. Col.). 


The administrative tribunal, such as the Court of Customs and 
Patent Appeals, is a court of restricted and limited jurisdiction and 
can only review the questions presented on the basis of the Patent 
Office record brought before it and is limited in its power to pthe 
granting or denial of the specific statutory relief. 

Westgate-Sun Harbor Co. v. Watson, 92 Agpetied Dc 
341; 206 F.2d 458; 

Alumatone Corp. v. Vita-Vac Corp., 183 F.2d a 86 
USPQ 359 (CCPA) ; 

B. F. Goodrich Co. v. Kenilworth Mfg. Co., 40 F.2d 121; 
5 USPQ 79 (CCPA). 


The admission by the Solicitor for the Patent Office that’ the 
single authority relied upon as the basis of lack of jurisdiction 
here was under the old procedure, which has been discarded, is 
tantamount to an admission that the lack of jurisdiction asserted 
under it is equally unsound and discarded. The reason for the 
abandonment of the old procedure must have included the evi- 
dent unfairness that an opposer, dissatisfied and damaged by the 
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decision of the Commissioner in the Opposition, could have no 
relief therefrom if, on totally different ex parte grounds not con- 
cerned in the contested proceedings, the decision also refused the 
applicants right to register. It is this archaic, technical and aban- 
doned procedure which the Solicitor asserts as establishing his 
position that the District Court did not have jurisdiction of the sub- 
ject matter here. The only authority referred to has not been fol- 
lowed or even referred to since 35 USC § 146 was adopted. Such 
a position would leave plaintiff without any remedy whatever, and 
without any right of review. 

The position asserted by the Solicitor for the Patent Office is 
inconsistent with the latest pronouncement of the Commissioner in 
The Seven-Up Company v. Qualtop Beverages, Inc., 114 USPQ 
254 (July 19, 1957), where it was held that regardless of the hold- 
ings of the Commissioner, an opposer could proceed under 35 
USC § 146, in the following language (p. 255): 

“Opposer will have the opportunity to present such evi- 
dence as it may have by proceeding under 35 U.S.C. 146, 


irrespective of the outcome of the proceeding in the Patent 
Office, * * *” 


Even the District Court was concerned with the assertion of this 
citation in view of the language of the statute which plainly 
states that “‘any party” who was dissatisfied with the decision in a 
contested proceeding in the Patent Office could have the same 
reviewed in a civil action under 35 USCA § 146 (Appellant's 
App. 19-20). The concern is believed to be well-founded, since 
the District Court’s apparent but reluctant support of the Com- 
missioner’s position would not permit any party dissatisfied with 
the decision to bring the civil action, but would limit the relief to 
dissatisfied applicants only. It would also do away with the Con- 
gressional intent in changing the language from the old predeces- 
sor statute R.S. 4915, which did limit the right to file a civil action 
to dissatisfied applicants, to the new statutory language giving of 
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this remedy to ay dissatisfied party. Former statute R.S. 4915 p pro- 
vided in part: 


“whenever any applicant is dissatisfied with the decision 
* oe K?? 


If Congress had not intended to extend this remedy to all parties 
including dissatisfied Opposers, it would have retained the old 
language. : 
The reason for changing the language to give opposers this 
remedy is to correct gross injustices such as are present herein, 
where, amongst other things, the decision purports to cancel three 
of plaintiff's registered trademarks without a hearing, and, in 
spite of the fact that there is no authority or provision in the law 
for cancellation of registered trademarks by the Patent Office 'on 
its own motion (Appellant's App. 22-23). The validity of an 
opposer's trademarks is not and cannot be made an issue in opposi- 
tion proceedings by the parties or by the pleadings therein. 
Ruth Candy Co. v. Curtiss Candy Co., 49 F.2d 1033; 9 
USPQ 452 (CCPA) ; 
Corn Products Co. v. Coca Cola, 103 F.2d 385; 41 USPQ 
513° (CEPA); 
Fawcett Pubs. v. Crime Confessions, 139 F.2d 499: 33 
USPQ 422 (Com.). | 


The decision also purports to hold an estoppel precluding plain- 
tiff from objecting to the registration of the applicant's trademark, 
which estoppel is generated on an assumption by the Commissioner 
based upon the lack of evidence on a subject which was not! in 
issue or raised by the pleadings (Appellant’s App. 9). These are 
only representative of the injustices here for review. Plaintiff is 
completely without any remedy to correct such injustices which 
were voiced for the first time in the decision of the Commissioner 
here for review, unless it can bring and maintain this civil action 
under 35 USCA § 146. | 
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Likewise, the general purpose and function of such a statute as 
expressed in Morgan v. Daniels, 153 U.S. 120, would be entirely 
circumvented. The nature and purpose of the action was early 
defined by the Supreme Court in Morgan v. Daniels, 153 U.S. 120, 
at page 124: 

“But this is something more than a mere appeal. It is an 
application to the court to set aside the action of one of the 
executive departments of the government. The one charged 
with the administration of the patent system had finished its 
investigations and made its determination with respect to the 
question of priority of invention. That determination gave to 
the defendant the exclusive rights of a patentee. A new pro- 
ceeding is instituted in the courts—a proceeding to set aside 
the conclusions reached by the administrative department, 
and to give to the plaintiff the rights there awarded to the 
defendant.” 


More recently it was held in Evans v. Watson, 142 F. Supp. 
225; 110 USPQ 478 (D.C. Dist. Col.) : 
“This case, however, exemplifies the basic reason for the 
‘remedy by civil action’ allowed by Section 145. It is the 
intent of that Section to keep the administration of the 
Patent Law from becoming too technical; to conserve the 
original purpose of the law.” 


No authority has been found since the old procedure was aban- 
doned which supports the position of the Solicitor for the Com- 
missioner of Patents. It cannot be defended on logic or on reason 
and should therefore be reversed. 


The Commissioner of Patents Is Properly Joined as a Party Defend- 
ant. 


It is of no real concern to plaintiff whether or not the Com- 
missioner of Patents is retained as a party defendant in this litiga- 
tion. All that plaintiff contends is that the Commissioner of 
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Patents is a proper party and in the orderly processes of this ikige 
tion, he should be retained as a party defendant. 

Plaintiff concedes that by the express language of 35 USC 
§ 146 and the provisions of 15 USC § 1071 which are dependent 
thereon, the Commissioner of Patents is not a necessary patty. 
However, all that this means is that a civil action brought under 
the terms of these provisions can proceed without the Commis- 
sioner of Patents being joined as a party. Accordingly, the Disttict 
Court has the power to proceed in this action without the Commis- 
sioner of Patents as a defendant. However, it is also important 
to note that by the express language of the statute, the Commis- 
sioner must be notified of the action and has a right to intervene. 
There can be no question, therefore, that he is a proper party to 
civil actions brought under 35 USC § 146. : 

Plaintiff also concedes that the Commissioner of Patents is not 
an adverse party for purposes of establishing a plurality of defend- 
ants for jurisdictional purposes. There is nothing, however, : in 
such holding which precludes the Commissioner from being a 
proper party. Indeed, the most recent holding on this point, 
Christensson v. Hogdal, 102 USPQ 53, 56 (D.C. Dist. Col— 
1954), is that the Commissioner is a proper party defendant, but 
not a necessary party in a civil action under 35 USC § 146. 

The posture of the litigation also supports the fact that the 
Commissioner is a proper party. A civil action brought under the 
statutory provisions of 35 USC § 146 and under the dependent 
provisions of 15 USC § 1071, does not bear directly against the 
individuals in the sense of the usual legal action seeking relief 
against the defendants, such as damages or other compensation, 
or injunctive relief, but is directed primarily to the setting aside 
of some action taken by the Commissioner of Patents, who is an 
administrative officer. Here the complaint is directed to setting 
aside certain holdings of the Commissioner of Patents, which 
plaintiff believes are wholly and completely outside the pleadings, 
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the testimony, the law and the authority of the Commissioner. 
Since it is these holdings of the Commissioner which are under 
scrutiny, it is most unrealistic to suggest that the Commissioner is 
not vitally interested in maintaining the holdings of the decision 
complained of. 

Accordingly, it is believed that the Commissioner is a proper 
party and was properly joined as a defendant in this litigation. 
However, if this Court should disagree with plaintiff's position, it 
still would not provide a basis for affirming the dismissal of the 
Complaint herein for lack of jurisdiction. Whether or not the 
Commissioner is retained as a party defendant has no effect upon 
the jurisdiction of the District Court of the District of Columbia 
with respect to either the subject matter of this action or the juris- 
diction by the other parties hereto. 


CONCLUSION 

It seems abundantly clear that the District Court did err in grant- 
ing the Motions to Dismiss, first, because it is true that the Frank 
Herfort Canning Company, by every test, is truly an adverse party 
defendant; second, that since the Frank Herfort Canning Company 
is joined with Circus Fruit Corporation, an admittedly adverse 
party defendant, the plurality of adverse defendants residing in a 
plurality of districts not embraced within a single state, the juris- 
dictional requirement for bringing a civil action under 35 USC 
§ 146 in the District of Columbia, is established; third, Lawrence 
Herfort is admittedly the alter ego of the Frank Herfort Canning 
Company and stands precisely in the same position, he is, there- 
fore, an additional adverse party defendant; fourth, even though 
the Commissioner of Patents is conceded not to be a necessary 
party to this action, and is conceded not to be an adverse party 
under the jurisdictional requirements, nevertheless he is a proper 
party and properly joined as a defendant in this action. However, 
whether or not the Commissioner is joined as a proper party is of 


—— 
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no concern and cannot form the basis for the dismissal of the 
complaint for lack of jurisdiction of either the subject matter or 
with respect to the other parties; and, fifth, 35 USC § 146 does 
indeed give plaintiff, as a dissatisfied opposer, the right to proceed 
in the District Court, even though its adversary’s application was 
refused registration on ex parte grounds and this refusal has 

become final. | 
Accordingly, it is respectfully submitted that the order of dis- 
missal should be reversed and that this action be returned to, the 
District Court for the District of Columbia for further proceedings. 


Respectfully submitted, 


HENRY GIFFORD HARDY 
WILLIAM E. ROLLow 
Counsel for Plaintiff-Appellant 
San Francisco, California 
August 14, 1957 
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In the 
UNITED STATES DISTRICT COURT 
for the 
DISTRICT OF COLUMBIA 


Crvi ACTION No. 4100-56 | 


Circus Foops, INc., 
a corporation, 
Plaintiff, Appellant, 


vs. 


ROBERT C. WATSON, 
U. S. Commissioner of Patents, 
FRANK HERFORT CANNING Co., INC., 
a corporation, 
LAWRENCE HERFORT, an individual, and 
Circus FRUIT CORPORATION, a corporation, 
Defendants, Appellees. 


COMPLAINT 
Under Title 15 USCA 1071 
and 35 USCA 145, 146 


Comes Now THE PLAINTIFF with its complaint and allege 
as follows: 

(1) Plaintiff, Circus Foods Inc., is a corporation organized and 
existing under and by virtue of the laws of the State of California, 
having its principal office and place of business in San Francisco, 
California. 

(2) Defendant, Robert C. Watson, is the U. S. Commissioner 
of Patents, charged with the duty of administering and responsi- 
bility for all activities of the United States Patent Office. 
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(3) Defendant, Frank Herfort Canning Co., Inc., is a corpora- 
tion organized and existing under and by virtue of the laws of the 
State of Wisconsin, having its principal office and place of busi- 
ness in Baraboo, Wisconsin. 

(4) Defendant, Lawrence Herfort, an individual, is a resident 
of the City of Baraboo and State of Wisconsin, and is substantially, 
and to the extent permitted by the laws of the State of Wisconsin, 
the sole owner of the corporate defendant, Frank Herfort Canning 
Co., Inc. 

(5) Defendant, Circus Fruit Corporation, is a corporation 
organized and existing under and by virtue of the laws of the State 
of Florida, having a principal office and place of business in Clear- 
water, Florida. 

(6) This is a bill in equity brought pursuant to and under the 
provisions of Title 15 USCA §1071 and Title 35 USCA § 145, 
146 under which this Court has jurisdiction. 

(7) Commencing in November of 1945 Plaintiff adopted a 
trademark consisting of the word “CIRCUS” displayed in a 
distinctive type face and a baby elephant jumping through a paper 
hoop, all on the background of a circus cartouche, shown substan- 
tially as follows: 





Plaintiff has used and is using this mark on the following goods 
in commerce among the several states which may lawfully be regu- 
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lated by Congress, commencing November 28, 1945, i.e., shelled 
and salted peanuts, cashews, almonds, pecans and mixed nuts, and 
unsalted and shelled almonds, pecans and walnuts, and at various 
dates subsequent thereto used and is now using this trademark 
on the following goods in commerce among the several states 
which may lawfully be regulated by Congress, to wit, peanut I but- 
ter, peanut oil for food purposes, candy, canned raw and popped 
popcorn, and potato chips. 

(8) Plaintiff, prior to November 28, 1945, had adopted and 
used the trademark “CIRCUS” for salted peanuts and had used 
this mark in interstate commerce which may lawfully be ae 
by Congress on or about August 15, 1945. 

(9) Upon information and belief, Plaintiff alleges that: its 
trademark use of its trademark “CIRCUS” commenced with this 
use on its goods August 15, 1945 in interstate commerce which 
may lawfully be regulated by Congress. | 

(10) Pursuant to the provision of Title 15 USCA § 1051 and 
Rule 2.33 of the Trademark Rules, Plaintiff filed its application 
February 24, 1951, Serial No. 610,491, to secure registration of 
its trademark “CIRCUS” and design for unshelled nuts, and 
shelled salted nuts, peanut butter, peanut oil for food purposes, 
candy and canned raw and popped popcorn, and upon due prose- 
cution thereof the Patent Office completed its examination, 
allowed the same and passed the trademark for publication, which 
publication took place July 15, 1952, in Volume 660 of the ‘ ‘Off 
cial Gazette” at page 529. 

(11) Defendant, Frank Herfort Canning Co., filed an sete 
tion March 12, 1951, serially numbered 611,179, to register the 
word “CIRCUS” for canned and frozen citrus juice and concen- 
trates, canned and frozen sections of citrus fruit, citrus preserves, 
candied fruit peels, jams, jellies, and marmalades made from citrus 
fruits, and fresh citrus fruits, claiming the use of this mark since 
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January 2, 1951, and set forth the ownership of its prior registra- 
tion No. 92,795 which issued July 29, 1913 for canned vegetables. 

(12) Plaintiff alleges that during the pendency of the said 
application, Serial No. 611,179, the application was assigned by 
Defendant, Frank Herfort Canning Co., to Defendant, Circus 
Fruit Corporation; that when the same was passed to publication 
on June 3, 1952, in volume 659 of the “Official Gazette” at page 
39, Plaintiff, Circus Foods Inc., duly opposed said registration, 
whereupon the Patent Office set up Opposition No. 31,627; that 
after due proceedings in said Opposition, including the taking of 
testimony in Sarasota, Florida, Baraboo, Wisconsin, and San Fran- 
cisco, California, the Examiner of Interferences dismissed the 
Opposition and this holding was sustained on appeal to the Com- 
missioner of Patents, but on different grounds and under circum- 
stances involving misapplication of the law and the facts, which 
are highly prejudicial to Plaintiff, to Plaintiff's products and to 
Plaintiff's trademarks, both registered and unregistered, to the 
great and irreparable damage of Plaintiff. 

(13) In opposing the registration of the mark filed by Defend- 
ant, Frank Herfort Canning Co., and assigned to Defendant, Cir- 
cus Fruit Corporation, Plaintiff relied upon four separate grounds: 

(a) Its own prior use of its common law trademark 
“CIRCUS,” 

(b) Its ownership of registration No. 424,245, dated Sep- 
tember 24, 1946, received by assignment from Defendant, 
Frank Herfort Canning Co., 

(c) Its ownership of trademark registration No. 360,756, 
dated September 27, 1938 and issued to a predecessor in title, 
and 

(d) Its ownership of registration No. 260,343 issued 
May 12, 1928, issued to a predecessor in title, and renewed 
by Plaintiff. 
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It was held by the Commissioner that Plaintiff could not rely upon 
such registration for any purpose because, with respect to ground 
(b), registration No. 424,245 had been obtained as the result of a 
conspiracy to misrepresent the facts and mislead the Patent Office, 
thereby obtaining the registration to which neither Defendant, 
Frank Herfort Canning Co., nor Plaintiff was entitled; that fur- 
ther, with respect to grounds (c) and (d) above, registrations 
Nos. 360,756 and 260,343, Plaintiff had abandoned such rights 
as it may have acquired in the marks and registrations, nS the 
same were of no effect. 

(14) Plaintiff alleges that each one of these prior registrations 
is now owned by it and that each one carries prima facie owner- 
ship and validity, together with the prima facie right to continue 
the use of said marks, which legal presumptions, under the Trade- 
mark Act of 1946, are entitled to great weight; that nevertheless 
and notwithstanding Plaintiff's rights, the Commissioner has held, 
as Plaintiff believes, contrary to the fact and to the law, that Plain- 
tiff has abandoned any rights which it may have acquired under 
these trademarks and the registrations therefor, as a result of 
nonuse of such rights, to the great and irreparable damage and, loss 
to Plaintiff. 

(15) With respect to registration No. 424,245, Plaintiff sites 
that when it filed its first application for registration of the trade- 
mark “CIRCUS,” the Patent Office refused registration to Plain- 
tiff on the specified products, in view of four prior registrations, 
one of which was the 1913 registration No. 92,795 owned by 
Defendant, Frank Herfort Canning Co.; that in view of the hold- 
ing that this prior registration covered Plaintiff's products so com- 
pletely and fully that it prevented registration of Plaintiff's trade- 
mark “CIRCUS,” Plaintiff negotiated with Defendant, Frank 
Herfort Canning Co., and particularly with Defendant, Lawrence 
Herfort, its president, for the purchase of such rights as it could 
obtain under the said registration and as the result of these nego- 
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tiations, for which valuable consideration was given, Plaintiff 
assisted Defendant, Frank Herfort Canning Co., in using the trade- 
mark of the 1913 registration No. 92,795 on the following speci- 
fied products: shelled nuts, including salted nuts, peanut butter, 
peanut oil for food purposes and potato chips, whereupon a bona 
fide sale and shipment of these products was made in interstate 
commerce which may lawfully be regulated by Congress and in 
reliance upon this interstate shipment, Defendant, Frank Herfort 
Canning Co., secured registration No. 424,245 and, after the same 
was issued, duly transferred and assigned said registration, the 
good will of the business symbolized by said mark and all rights 
thereunder to Plaintiff. 

(16) Plaintiff alleges that with respect to registration No. 
424,245, and the negotiations under registration No. 92,795, its 
express purpose was to acquire all extant registrations of the mark 
“CIRCUS” on food products, not only to strengthen Plaintiff's 
position with respect to its trademark “CIRCUS” in the food field, 
but to eliminate the confusion to the public and the purchasers of 
its products due to multiple registrations granted by the Patent 
Office in this class of goods. 

(17) Part of the consideration for the purchase of the rights 
and the registration No. 424,245 covering the same was that Plain- 
tiff should pay for the cost and expenses in connection with the 
obtaining of said registration No. 424,245. The Commissioner 
has characterized and held these negotiations between Plaintiff 
and defendant, Frank Herfort Canning Co., as a conspiracy to 
misrepresent the facts and to mislead the Patent Office, thereby 
obtaining a registration to which neither party was entitled and 
accordingly held the application which matured into registration 
No. 424,245 and the instrument transferring it from Defendant, 
Frank Herfort Canning Co., to Plaintiff, void ab initio. Plaintiff 
alleges that the application resulting in said registration No. 
424,245 was in every particular a full and complete compliance 
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with the law which sets forth the matters required of an applicant 
for registration; that the mark was used by Defendant, Frank 
Herfort Canning Co., in interstate commerce which may lawfully 
be regulated by Congress; that the sale of said products was a 
bona fide sale; that Frank Herfort Canning Co. not only intended 
to use its said trademark on said named products, but did, in fact, 
so use them; that the facts as represented to the Patent Office in 
said application were true and were made under oath by the Presi- 
dent of Defendant, Frank Herfort Canning Co., Lawrence Her- 
fort; that the Patent Office was not misled by the facts stated in 
said application, and that registration No. 424,245 was properly 
obtained by the Frank Herfort Canning Co., which was justly 
entitled to it and to transfer the same to Plaintiff by a proper 
instrument in writing as required by the statute, and that the Com- 
missioner erroneously and without just cause or reason has de- 
stroyed Plaintiff’s rights in and to said trademark and registration, 
to Plaintiff's great and irreparable loss and damage, and such 
rights will be lost to Plaintiff unless relief is given by this Court. 

(18) Plaintiff, with respect to registrations Nos. 360,756 and 
260,343, alleges that it acquired these marks from prior owners 
for the express purpose of securing all extant registrations of the 
mark “CIRCUS” on food products, not only to strengthen Plain- 
tiff’s position with respect to its trademark “CIRCUS” in the food 
field, but to eliminate the confusion to the public and the’ pur- 
chasers of its products due to the multiple registrations gpstes 
by the Patent Office in this class of goods. 

(19) Plaintiff alleges that in purchasing registrations Nos. 
360,756 and 260,343, it did not intend to use the same extensively 
and thereby dilute the value of its own trademark or use the same 
any more than was necessary and required under the statute and 
under the existing law to maintain the validity of said registra- 
tions, and that said trademarks covered by said registrations were 
used on Plaintiff's products, nuts, peanut butter, peanut oil, candy, 
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popcorn and potato chips, and sold in interstate commerce which 
may lawfully be regulated by Congress, pursuant to bona fide 
sales, once every year, or year and a half, and that such has been 
the practice of Plaintiff ever since these registrations were acquired 
January 8, 1951 and January 17, 1947, respectively; that its said 
products bearing these trademarks moved in the same channels of 
trade as those of its nut products bearing its principal trademark 
and were sold pursuant to bona fide orders by these same dealers 
and distributors who purchased Plaintiff's nut products bearing its 
principal trademark and that at no time did Plaintiff abandon or 
intend to abandon any rights which it acquired with respect to 
these marks or the registrations covering the same; that in spite of 
these facts the Commissioner has held that Plaintiff abandoned 
the rights which it acquired in each of these marks and in each of 
the registrations which cover the same, as a result of nonuse, to 
the great and irreparable damage and loss to Plaintiff. 

(20) Plaintiff alleges that its rights to the marks and the regis- 
trations Nos. 424,245, 360,756, and 260,343 were held valid and 


properly issued by the Patent Office by a judgment without opinion 
and unreported, dated July 19, 1954, under Rule 41(b) of the 
Federal Rules of Civil Procedure, in Cancellation No. 6094 
entitled Ringling Bros. and Barnum & Bailey Combined Shows, 
Inc. v. Circus Foods Inc. 


(21) Plaintiff further alleges that with respect to its own prior 
use of its said trademark, the Commissioner admits that this mark 
has been used on Plaintiff's packaged nut products continuously, 
that Plaintiff has spent something more than a million dollars in 
advertising this mark since 1947 in all modern media, that its sales 
exceed the sum of 31,000,000 packages annually, that there is no 
question but that Plaintiff has a substantial business and good will 
symbolized by this trademark. Nevertheless and in spite of this, 
the Commissioner held in Opposition No. 31,627, contrary to the 
law and the facts, that Plaintiff was precluded from objecting to 
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the registration and dismissed the Opposition to the iad and 
irreparable damage of Plaintiff. 

(22) Plaintiff alleges that on the basis of two letters written by 
one MacDonald to Plaintiff and/or its attorney and one or two” 
telephone calls from MacDonald to Plaintiff and/or its attorney 
between April 26, 1951 and June 15, 1951 which were said to have 
appraised Plaintiff of Defendant’s, Circus Fruit Corporation; cor- 
porate name and the use of the word “CIRCUS” as a trademark 
for its products, and on the basis that the record contained no evi- 
dence as to Plaintiff's and/or its attorney's reply to said letters 
and calls, the Commissioner, improperly, without any evidence to 
support the same and contrary to the law and the facts, concluded 
that Plaintiff had made no objection thereto; that Plaintiff's failure 
to protest or object to the same created a presumption that Plaintiff 
did not object to Defendant’s use of the word as a trademark; that 
such presumption created an estoppel precluding Plaintiff from 
objecting to the registration, to Plaintiff's great and irreparable 
damage and loss. Plaintiff further alleges that Plaintiff and its 
attorney did in fact object to and protest the use of the word 
“CIRCUS” both as a trademark and as a part of the corporate 
name of Defendant, Circus Fruit Corporation, at the time of the 
letters and telephone calls of 1951, and, further, took the only 
affirmative step it could to enforce this objection by filing the said 
Opposition on or about June 27, 1952. 

(23) Plaintiff further alleges that in dismissing Plaintiff's said 
Opposition, the Commissioner categorically held that Plaintiff $ 
business “is the packaging and selling of nuts”; that “it is not 
now and never has been, engaged in the packing and selling of 
peanut butter, peanut oil, candy, popcorn or potato chips,” 
whereas the facts are that commencing in November of 1945, in 
addition to its nuts, Plaintiff started small shipments of products 
other than nuts under its said trademark, which shipments were 
made in interstate commerce, subject to lawful regulation by Con- 
gress; that such sales and shipments were made to its regular and 
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established dealers and distributors, through regular commercial 
channels pursuant to bona fide sales, which sales have been con- 
tinued periodically since the start at least once a year or year and 
a half, although in relatively small quantities. Plaintiff has 
intended to use its said trademark on these products and has used 
the same as aforesaid in sufficient amounts and with a sufficient 
frequency of intervals, in good faith and fair dealing, to fully 
satisfy the plain language of the Trademark Act of 1946; the use 
of said mark has been and is now on Plaintiff’s goods in commerce 
which may lawfully be regulated by Congress; that to this extent 
Plaintiff has, in fact, engaged in the packing and selling of 
peanut butter, peanut oil, candy, popcorn and potato chips, and, 
further, there has never been any representation at any time that 
the extent of Plaintiff’s business in packing and selling such prod- 
ucts has been any more or any less than that required of an appli- 
cant for registration of a mark on these goods under the provisions 
of the Trademark Act of 1946; that there is nothing in the law 
or in the statute which requires or specifies how much a mark is 
required to be used to entitle an applicant to register the same, or 
the frequency of use, except that nonuse for two consecutive years 
is prima facie evidence of abandonment, nonuse being defined as 
discontinued use with intent not to resume. Plaintiff further 
alleges that neither the statute nor the rules require an applicant 
for registration of a trademark to be engaged in the business of 
manufacturing or selling his specific products, but only require 
that the applicant use said mark on the specified goods in com- 
merce which may lawfully be regulated by Congress, which Plain- 
tiff has done. Nevertheless, the Commissioner has held in the 
Opposition, contrary to the law and the facts, that these acts 
create an estoppel precluding Plaintiff from objecting to the regis- 
tration, necessitating the dismissal of the Opposition, to the great 
and irreparable damage of Plaintiff. 

WHEREFORE Plaintiff prays that Defendant, Robert C. Watson, 
U. S. Commissioner of Patents, be ordered to: 
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(1) Correct the records in the Patent Office to show that 
Plaintiff's Opposition was improperly dismissed and to, sus- 
tain said Opposition. 

(2) Correct the records of the Patent Office to eet that 
there is no basis for the holding that an estoppel precluding 
Plaintiff from objecting to the application for registration of 
the word “CIRCUS” owned by Defendant, Circus Fruit Cor- 
poration, can be founded upon any assumption arising out of 
or concerning the letters and/or telephone conversations from 
Circus Fruit Corporation or its representatives. 3 

(3) Correct the Patent Office records to show that Plain. 
tiff not only has engaged in the business of packing and sell- 
ing nut products under its trademark to the point of having 
established a considerable and valuable good will therein, but 
has on a limited scale engaged in the packing and selling of 
peanut butter, peanut oil, candy, popcorn and potato chips, 
entitling Plaintiff to rely upon all of these as prior uses of 
its trademark in said Opposition, and that such limited use 
does not create an estoppel precluding it from abject to 
said registration. 

(4) Correct the records of the Patent Office to restore the 
validity of registration No. 424,245, dated September 24, 
1946, the mark covered thereby, the document transferring 
the rights thereto to Plaintiff, and to Plaintiff's rights therein 
and thereto. 

(5) Correct the records of the Patent Office to restore ee 
validity of registration No. 360,756, dated September 28, 
1938, the mark covered thereby, the document transferring 
the rights thereto to Plaintiff, and to Plaintiff's rights a 
and thereto. 

(6) Correct the records of the Patent Office to restore the 
validity of registration No. 260,343, issued August 20, 1929 
and renewed, the mark covered thereby, the document trans- 
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ferring the rights thereto to Plaintiff, and to Plaintiff’s rights 
therein and thereto. 

(7) For such other and further relief as to this Court 
shall seem just and proper under the circumstances and as 
equity may require. 

Circus Foopns INc. 
By: /s/ EDWARD H. JENANYAN 
President 


HENRY GIFFORD HARDY 
410 Mills Building 
San Francisco 4, Calif. 


PILLSBURY, MADISON & SUTRO 


/s/ WILLIAM E. RoLLow 
Counsel for Plaintiff 


State of California 
City & County of San Francisco—ss. 


Epwarb H. JENANYAN, being first duly sworn on oath, deposes 
and says that he is President of Circus Foods Inc., the Plaintiff in 
the above-entitled cause; that he has read the foregoing complaint 
and knows the contents thereof; that the same is true of his own 
knowledge and belief, except as to such matters stated upon infor- 
mation and belief, and as to those matters he believes them to be 


true. 


/s/ EDWARD H. JENANYAN 


Subscribed and sworn to before me this 10th day of October, 
1956. 


/s/ FRANCIS R. WIENER (Seal) 
Notary Public in and for the City 
and County of San Francisco, 
State of California. 

Comm. expires Feb. 17, 1958 
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(Title of Court and Cause) | 
{Endorsed}: Filed November 6, 1956. 


MOTION TO DISMISS COMPLAINT 

Now come the Defendants, Frank Herfort Canning Co., Inc, 
a corporation, Lawrence Herfort, an individual, and Circus Fruit 
Corporation, a corporation, by their attorney, appearing specatye 
and move that the Complaint herein be dismissed. | 

The grounds for this Motion are as follows:— 

1. The Court does not have jurisdiction over the Defendants, 
Frank Herfort Canning Co., Inc., Lawrence Herfort and Circus 
Fruit Corporation. 

2. Frank Herfort Canning Co., Inc., is a corporation organized 
and existing under and by virtue of the laws of the State of Wis- 
consin and has its sole place of business in Baraboo, Wisconsin. 

3. ‘Lawrence Herfort is an individual residing in Baro Wis. 
consin. 

4. Circus Fruit Corporation is a corporation of Florida and has 
its sole place of business in Sarasota, Florida. | 

5. Lawrence Herfort, Frank Herfort Canning Co., Inc.,: and 
Circus Fruit Corporation, the three Defendants named above, are 
not adverse parties within the meaning of the law. 

6. Lawrence Herfort and Frank Herfort Canning Co., Inc 
are not parties in interest. 

7. The Defendant, Robert C. Watson, U. S. eserseeee: of 
Patents, the only Defendant within the jurisdiction of this Court, 
is not a “necessary” party, nor is he an “indispensable” party, to 
this action and he cannot, therefore, be made a Defendant herein. 


FRANK HERFORT CANNING Co., Inc., 
LAWRENCE HERFORT, and : 
CircUS FRUIT CORPORATION, 
By /s/ HERBERT J. JACOBI 
Herbert J. Jacobi 
970 National Press Building 
Washington 4, D. C. 
Attorneys for Defendants. | 
November 6, 1956. ! 





14 Appendix 
(Title of Court and Cause) 


{Endorsed}: Filed December 6, 1956. 


MOTION TO DISMISS 


Now comes the defendant, Robert C. Watson, Commissioner of 
Patents, and moves to dismiss the complaint in the above-entitled 
civil action on the ground that the Court lacks jurisdiction over the 
parties and over the subject matter involved. 

An oral hearing is requested concurrently with the motion to 
dismiss complaint brought by defendants, Frank Herfort Canning 
Co., Inc., Lawrence Herfort and Circus Fruit Corporation. 


Respectfully submitted, 


C. W. Moore 
— Solicitor, U. S. Patent Office, 
Attorney for Defendant, 
Robert C. Watson, 
Commissioner of Patents 


December 4, 1956 


ADMISSIONS FROM THE ARGUMENTS OF COUNSEL 
BEFORE JUDGE DAVID A. PINE 
JANUARY 4, 1957 


(Concerning the companion ex parte case now on appeal under 

§ 145) 
Page No. 12-13 

Mr. Rollow. Yes, Your Honor, that is the case. But, as your 
Honor recognizes, that was in the nullification, but let me correct 
one thing at this point: The refusal to register Foods’ application 
is in a separate case from the one being discussed here. 

The Court. You have not brought a suit to review the decision 
on that case? 
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Mr. Rollow. Yes, sir, we have. We have a companion suit 
pending. : 
The Court. In this case? 
Mr. Rollow. Not in this case. 


* * * * 


Page No. 14 | 

Mr. Jacobi. It doesn’t constitute, as I say, a part and parcel of 
this particular case, as I understand it. | 

The Court. What is that? 

Mr. Jacobi. It does not constitute a part and parcel. 

The Court. Sono relief is sought, as I understand— 

Mr. Rollow. No. 

The Court. —in this case, but it [the opinion] is added as an 
exhibit to be considered by the Court in connection with the 
disposition of this case; is that correct, gentlemen? 

Mr. Rollow. Ihave no objection to that, Your Honor. 

Mr. Moore. I have no objection. 

The Court. Do you have any objection, Mr. Jacobi? 

Mr. Jacobi. No, I don’t have any objection because it is a mat- 
ter of record anyway in the public record. 

The Court. I don’t know whether I can take oa note of 
those things. I think I would. | 

Mr. Jacobi. I think you have the right to. 

The Court. All right. Now, you may proceed. I am sory I 
interrupted you. 


* * x * * * : * 


(Concerning the relationship and cooperation of the a a ) 
Page No. 20 

The Court. And Herfort Canning Company and Pieetb are 
not making any claims in opposition to the Fruit Corporation? 

Mr. Jacobi. None whatsoever. 

The Court. And that is shown on the record? ! 

Mr. Jacobi. That is correct. That is all part of the record of 
shisicase eo" | 
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Mr. Jacobi. Yes, that is correct, and the applicants here are 
represented by me and we have taken no action beyond the Com- 
missioner of Patent’s decision; * * * 

* * * * * * * 

(Concerning the relevancy of the reported decisions of the Com- 
missioner in related cases in the Patent office) 

Page No. 11 

Mr. Moore. Mr. Jacobi is wrong there. The decision in the file 
[Circus Foods Inc. v. Frank Herfort Canning Co. et al., 110 USPQ 
501} does refer to the decision by the Assistant Commissioner in 
the other case [Frank Herfort Canning Co. v. Circus Foods Inc., 
110 USPQ 498}, but the decision in the other case is not in this 
file. I have it in my hand. 

The Court. No, I just wanted to know whether it was in this 
file. 

Mr. Moore. It is not. 

Mr. Jacobi. I thought your— 

The Court. I couldn’t find it and I thought perhaps I had 
missed it. 

Mr. Moore. I have a photostat copy that I would be happy 
to hand to Your Honor. 

The Court. Is there any objection to my having it? 

Mr. Rollow. No, Your Honor. 

The Court. It will be made part of the file. 

Mr. Rollow. I kind of think it is relevant, although my feel- 
ing may in some way be prejudiced, but I think it is very relevant 
to the determination of the issues involved in this motion to dis- 
miss. 

The Court. Very well, it will be made part of the file. 

* * * * * * & 


Page No. 24 
Mr. Moore. * * * Now, these three decisions* are tied to- 





*Herfort v. Circus, 110 USPQ 498; Circus Foods v. Herfort and Circus 
Fruit, 110 USPQ 501; and Ex parte Circus Foods, 110 USPQ 504. 
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gether, these three decisions of the Assistant Commissioner. They 
treat much the same subjects. They treat of these corporations, 
Frank Herfort Canning Company, Circus Foods, Incorporated, 
Circus Fruit, Incorporated, and those decisions treat of the officers 
of those organizations. And those decisions treat of the principal 
attorneys for those organizations, and by principal attorneys I 
mean Henry Gifford Hardy, who has represented the Circus Foods, 
Incorporated, in the Patent Office, whose name is on the complaint 
here; and Jacobi and Jacobi, who have represented Frank Herfort 
Canning Company and Circus Fruit Corporation. 


* * * * * * — 


(An opposition proceeding covers the question of priority and 
much more) 
Page Nos. 26-28 

Mr. Moore. * * * The Term “opposition proceeding” I dee 
is self-explanatory. It indicates that in trademark practice there is 
an inter partes proceeding by testing the registerability of a trade- 
mark on which an application for registration has been filed. 

The Court. Now, does that go in your practice to priority as 
well as whether the marks are confusingly similar? , 

Mr. Moore. It covers everything that could be covered in 1 the 
examination of the application for registration. 

The Court. But it includes those things and other ings as 
well? 

Mr. Moore. Yes, Your Honor. Of course, it would iets 
priority, which could not be tested in an examination procedure 
except by reference to date of registration, date of the application, 
and perhaps date of first use to the last. | 

The Court. The reason I ask that is when I read the present 
146 of Title 35, it gives the Court jurisdiction where any party to 
an interference, dissatisfied with the decision of the Board of 
Patent Interferences on the question of priority, may have remedy 
by civil action. It seems to limit it to priority in that section. | 
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Mr. Moore. Yes, but I am sure in practice— 

The Court. It goes beyond priority? 

Mr. Moore. It goes beyond priority in connection with trade- 
marks. 

It seems to me it is unfortunate that the statute relating to 
review of trademark decisions was not rewritten independently of 
Section 146. It certainly would have been clearer, but Congress in 
its wisdom didn’t see fit. 

The Court. It certainly relates to priority when read literally. 

Mr. Moore. Yes, Your Honor. 

The Court. But you don’t construe it as being confined to 
priority ? 

Mr. Moore. Not at all. 

The Court. In civil actions? 

Mr. Moore. In civil actions. 

And, of course, Section 1071 of Title 15 of the Code, which 
relates to trademarks, is dependent upon that Section 146. It 
makes— 

The Court. It makes reference to it. 

Mr. Moore. It makes reference to it. 

+ ** * * * * * 


(The authority relied upon by the Commissioners was under the 
old procedure when appeals were to an adminstrative tribunal) 
Page No. 30 

The Court. And under your theory that wouldn’t permit the 
present plaintiff the procedure under Section 146? 

Mr. Moore. That is right, Your Honor. 

I have cited particularly the decision of the Court of Appeals 
of this Circuit in Dunlap and Company v. Bettman-Dunlap Com- 
pany, 57 App. D.C. 351; 23 Fed.2d 772. Now, that decision was 
handed down at the time that the District of Columbia Court of 
Appeals was an administrative tribunal, or administrative arm of 
the Patent Office. * * * 
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The Court. Under the old procedure? 

Mr. Moore. Under the old procedure. 

Of course, the Court at that time had the same jurisdiction that 
the Court of Customs and Patent Appeals now has with respect 
to review of ce of the Patent Office in patent cases and i in 
trademark cases.’ ! 

* * * * * * ! * 
(Commissioner asserts an opposer cannot appeal under See. 146) 
Pages No. 32-35 : 

The Court. He could have proceeded under 4915 ? 

Mr. Moore. He had not proceeded that far. The Commis. 
sioner— 

The Court. As I say, he could have? 

Mr. Moore. The applicant— 

The Court. Under the present 146? 

Mr. Moore. No. 

The Court. Why couldn’t he? : 

Mr. Moore. Because the applicant here, of course, had hoe— 

The Court. I mean, couldn’t the opposer have a review under 
the present 146, or wasn’t that in effect then? 

Mr. Moore. Well, 4915 was in effect. 

The Court. 146 was taken from it. 3 

Mr. Moore. Exactly. But absent complaint filed by the appli- 
cant, the opposer would have no standing in court to have 
reviewed the decision of the Commissioner dismissing the opposi- 
tion. The opposer had gained everything that he could in the PEE 
sition to the application. 

The Court. Then you would contend that under 146 this plain. 
tiff could not sue in Florida? | 

Mr. Moore. I suppose that would follow, Your Honor. | 

The Court. How can you say that in view of the language of 
146 which says: 

“That any party to an interference, dissatisfied with the 
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decision of the Board of Patent Interferences on the question 
of priority” — 


and you say priority is a very embracive term— 
—“may have remedy by civil action,” et cetera, “as provided 
in 141, unless he has appealed to the Court of Customs and 
Patent Appeals.” Do you think he is not a person dissatisfied ? 


Mr. Moore. He is not dissatisfied to the extent that he has been 
satisfied by the denial of the application of registration. 

The Court. Then you differ with Mr. Jacobi? 

Mr. Moore. I think I necessarily have to. 

The Court. I think he said that he could pursue it in Florida; 
isn’t that correct, Mr. Jacobi, under 141? 

Mr. Jacobi. I said I thought he had the right of action in the 
District Court. 

The Court. Yes, in Florida. 

Mr. Jacobi. Where the different— 

The Court. In Florida? 

Mr. Jacobi. That is right. Whether or not I would raise that 
issue is another question. But I think he has the right to take the 
action down there under normal conditions, yes. 

Mr. Moore. All lawyers can disagree. 

Now, the rationale of that decision— 

The Court. Then it is your position that if an opponent in 
Opposition acquires what he seeks, even though he acquired it in a 
way that he doesn’t like and has unkind things said about him, 
there is nothing he can do about it? 

Mr. Moore. That is right. 

x * D * * * * 


(Concerning the power of the commissioner to cancel trademark 
registrations when their validity cannot be in issue) 
Page Nos. 47-50 
The Court: Couldn’t you get all the relief you want if you 
are properly before that [ Florida} court? 


6 
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Mr. Rollow: No, Your Honor, I don’t believe we could. We 
would still be faced with the problems of trying to have the pre- 
viously registered trade-marks, which were taken away from us in 
the dismissal of our opposition by the Commissioner of Patents— 
The Court. Where do you get that? 3 
Mr. Rollow. I beg your pardon? : 
The Court. I don’t get that, the dismissal of your opposition 
took away your trade-marks. 
Mr. Rollow. Yes, that is precisely the point why we are’ here. 
The Court. How can it? | 
Mr. Rollow. Well, Your Honor, it was contrary to the pre- 
vious holdings and decisions in the Patent Office, but that is pre- 
cisely what was done, and I will read from the decision of the 
Commissioner of Patents on this particular matter. That is what 
we are complaining of, the fact that he took away previously 
existing trade-marks. 
The Court. You read that to me. 
Mr. Rollow. I begin at page 502 of 110 USPQ in the bottom 
paragraph on the left-hand column, down half way. 
The Court. I have it. 
Mr. Rollow. The Court states: 
“In a companion case decided concurrently herewith 
entitled Frank Herfort Canning Company, the Circus Foods, 
Inc." — | 


showing, incidentally, a definite antagonism between Frank Her- 
fort eee Company and Circus Foods— 
“it is held that Circus Foods has abandoned such rights as it 
may have acquired” — : 


Then the decision goes on to say that certain trade-marks were 
obtained by conspiracy, and then the language comes: : 
“Circus Foods may not rely on such registration for any pur- 
pose, either in this proceeding or otherwise. The registra- 
tions will therefore not be considered in arriving at a decision 
here.” : 
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Later on that is a specific adoption, in my mind, of the Court’s 
finding in the earlier case. 

Then on page 504, in the paragraph preceded by Roman 
numeral I, the Commissioner of Patents states— 

The Court. Do you regard that as cancelling those registra- 
tions? 

Mr. Rollow. Yes, Your Honor, I do. 

The Court. How about it? 

Mr. Moore. No, Your Honor. 

The Court. I didn’t know they could cancel them that sum- 
marily. 

Mr. Rollow. That is what they did, Your Honor. 

The Court. I don’t think that is a cancellation in law. 

Mr. Moore. There is no provision in the law for cancellation 
by the Patent Office of its own motion. That could be by petition 
in ordinary cases. Of course, there could be a voluntary cancel- 
lation by a registrant. 

Mr. Rollow. Your Honor,— 

The Court. I don’t see how that is a cancellation. 

Mr. Jacobi. I referred to it as nullifying. In the sense as has 
been expressed. 

The Court. Nullifying them in the sense that it has no effect in 
this particular case? 

Mr. Jacobi. That is correct. 

Mr. Rollow. Your Honor, if that actually were the case, and 
if the language— 

The Court. It says so: “The registration will therefore not be 
considered in arriving at a decision here.” That is exactly what 
it says. 

Mr. Rollow. Yes, Your Honor, but that language throws doubt 
on whatever rights we may have at common law to the trade- 
mark “Circus.” It certainly amounts to a decision of a judicial or 
quasi-judicial body on it. 
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What we seek in the instant case is to correct that record. 
* * * x * en 
Page Nos. 65-68 

The Court. Let me ask you something, Mr. Moore. 

Mr. Moore. Yes. | 

The Court. What about this business of this opinion in. effect 
cancelling the registration? 

Mr. Moore. The decision of the Assistant Commissioner refuses 
to recognize those registrations, and that refusal to recognize I do 
believe extends beyond the decision because the Assistant Commis- 
sioner does use the word “elsewhere,” but there has not been any 
cancellation. 

The Court. You don’t think she has that ectrceaniaat juris- 
diction, do you? | 

Mr. Moore. Well, she has a jurisdiction over the trademark 
operations of the Patent Office, subject to the control of the Com- 
missioner of Patents. | 

The Court. Yes, but she certainly can’t make a decision which 
would be binding on any Court, except in that case. 

Mr. Moore. That is right, but she can, as administrative shling, 
suggest to the examiners that they shall follow her decision i in the 
examination of the subsequent applications. | 
x x x ** x x* | x 

The Court. Well, when she says that Circus Foods may not 
rely on such a registration for any purpose, either in this proceed- 
ing or otherwise, and if Circus Foods had an application and 
the Patent Office tribunals felt that that was stare decisis it had to 
follow, it would then be grounds and means for having that 
review by the courts in that particular decision. | 

Mr. Moore. Yes, Your Honor. i 

The Court. So there could be a review if there was an effort 
made by the Patent Office to carry this opinion beyond the case. 
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Mr. Moore. Yes, I suggest that the review can be obtained by 
the plaintiff here by filing another application and seeking relief. 
* * * * * * * 

The Court. I think res judicata would apply in this case if you 
filed another application. I don’t know. 

Mr. Moore. I just raised that because I would want to get the 
picture fully and fairly before you. 


(Title of Court and Cause) 
{Endorsed}: Filed February 15, 1957. 


ORDER OF DISMISSAL 


This cause having come on for hearing January 4, 1957, on two 
Motions to Dismiss filed respectively by (1) Robert C. Watson, 
Commissioner of Patents, Defendant, and (2) by Frank Herfort 
Canning Co., Inc., a corporation of Wisconsin, Lawrence Herfort, 
an individual, residing in Wisconsin, and Circus Fruit Corpora- 
tion, a corporation of Florida, Defendants; 

IT IS HEREBY ORDERED, ADJUDGED AND DECREED: 

1. That both Motions of the Defendants be and same are 
hereby granted, and 

2. That the Complaint be and same is hereby dismissed. 


/s/ Davin A. PINE 
U. S. District Judge. 


Dated: February 15, 1957 
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(Title of Court and Cause) 


{Endorsed}: Filed March 13, 1957. 


NOTICE OF APPEAL 


Notice Is Heresy Given that Plaintiff, Circus Foods Inc., 
hereby appeals to the United States Court of Appeals for the 
District of Columbia: 

(a) from the final order entered February 15, 1957 sustaining 
the Motion to Dismiss filed on behalf of the Eetendenty Hon. 
Robert C. Watson, Commissioner of Patents; and | 

(b) from the final order entered February 15, 1957 sustaining 
the Motion to Dismiss filed on behalf of Defendants, Frank: Her- 
fort Canning Co., Inc., Lawrence Herfort and Circus Fruit Cor- 
poration. : 


WILLIAM E. ROLLOW 
William E. Rollow 
Attorney for Plaintiff 


302 Commonwealth Building 
Washington 6, D.C. 
HENRY GIFFORD HARDY 
Henry Gifford Hardy 


410 Mills Building 
San Francisco 4, California 
Counsel for Plaintiff 


(Title of Court and Cause) 
{Endorsed}: Filed March 18, 1957. 


COST BOND ON APPEAL 


Circus Foods, Inc. appellant herein and Maryland Casualty Com- 
pany, surety, appearing and submitting to the jurisdiction of the 
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Court, hereby undertake for themselves and each of them, their 
and each of their heirs, executors, administrators, successors and 
assigns, to make good all taxable costs and charges, not exceeding 
the sum of Two Hundred Fifty ($250.00) dollars, that the ap- 
pellee may be put to or allowed if the appeal is dismissed or the 
judgment affirmed, or such costs as the appellee court may award 
if the judgment is modified. 

The said surety hereon hereby irrevocably appoints the clerk 
of this Court as its agent upon whom any papers affecting its lia- 
bility on this undertaking may be served. 

Signed, sealed, and delivered this 15th day of March, 1957. 








Circus Foods Inc. 
By: E. H. JENANYAN [Seal] 
President 
Maryland Casualty Company 4 
By: T.S. CLark [Seal} b> 
Attorney-in-Fact <4 
Harry M. Hull, Clerk a 
By: RONALD P. Mappox 
Deputy Clerk 
Surety approved March 15, 1957 
Let this be filed 
M. McGunE, Judge 
March 18, 1957 


(Title of Court and Cause) 
{Endorsed}: Filed April 19, 1957. 


POINTS TO BE RELIED UPON ON APPEAL 


Appellant, Circus Foods, Inc., files the following statement of 
points upon which it intends to rely on the appeal, in accordance 
with Rule 75(d) of the Federal Rules of Civil Procedure: 
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(1) The District Court erred in granting both and each of the 
Motions to Dismiss and in not denying both and each of said 
Motions. 

(2) The District Court erred in not holding that under Title 35 
USC § 146 and Title 15 USC § 1071 it is a party’s dissatisfaction 
with “the decision of the Commissioner” which is the basis of 
appellant’s right to file a civil action and that these sections pro- 
vide a statutory remedy to review not only the decision but the 
basis for the decision, the said remedy being a trial de novo. 

(3) The District Court erred in holding that the allegations of 
the Complaint herein, which must be taken as true for the purpose 
of these Motions, do not establish that each of the parties, Frank 
Herfort Canning Co., Lawrence Herfort and Circus Fruit Corpora- 
tion, were adverse parties within the meaning of Title 35, USC 
§ 146 and Title 15 USC § 1071. i 

(4) The District Court erred in holding that it does not have 
jurisdiction of the cause of action specified in Appellant's | Com- 
plaint and/or the parties-defendants under Title 35 USC § 146 
and Title 15 USC § 1071 because there is not a plurality of adverse 
parties in addition to the Commissioner of Patents, even though 
the alleged residences of the defendants are admitted to be as 
follows: Frank Herfort Canning Co. and Lawrence Herfort are 
each residents of Baraboo, Wisconsin and Circus Fruit Corporation 
is a resident of Sarasota, Florida, and each was personally served 
with process herein. 

(5) The District Court erred in holding that parties adverse 
to Plaintiff, to be joined as defendants herein under Title 35: USC 
§ 146 and Title 15 USC § 1071 must be parties of record in the 
Patent Office at the time of the decision complained of. | 

(6) The District Court erred in holding that parties adverse to 
Plaintiff, to be joined as defendants herein under Title 35 USC 
§ 146 and Title 15 USC § 1071 must be parties of record in the 
Patent Office, not only at the time of the decision complained of, 
but parties to such decision. | 
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(7) The District Court erred in holding that since Circus Fruit 
Corporation, whose application was involved in the Opposition 
decision complained of, has not sought a review of the ex parte 
refusal of the Commissioner of Patents to register, making such 
refusal now final, Plaintiff is not entitled to review the decision of 
the Commissioner dismissing the Opposition. 

(8) The District Court erred in holding that under Title 35 
USC § 146 and Title 15 USC § 1071 regardless of a party’s dis- 
satisfaction with the decision of the Commissioner, since an oppo- 
sition proceeding, even under Rule 2.131 of the Trademark Rules 
of Practice, is merely a statutory method by an Opposer to prevent 
a registration, and where this has been accomplished ex parte in 
the proceeding, Opposers appeal from the decision dismissing the 
Opposition is moot. 

(9) In not holding that the Commissioner, although not a nec- 
essary part, is a proper party under the allegations of the Com- 
plaint. 

(10) The District Court erred in not holding that the Commis- 
sioner, although not a necessary part under Title 35 USC § 146 
and Title 15 USC § 1071, is a proper party especially in view of 
Rule 2.131 of the Trademark Rules of Practice. 

(11) The District Court erred in holding that Title 35 USC 
§ 146 and Title 15 USC § 1071 does not permit the review of 
decisions of the Commissioner of Patents in contested inter partes 
cases, where the decision of the Commissioner complained of con- 
sidered and purportedly disposed of matters which are not within 
the pleadings and which relate to points and matters to which the 
parties did not and could not properly address themselves or offer 
testimony in the Patent Office proceedings and tribunals, and 
where the decision is not within Rule 2.131 of the Trademark 
Rules of Practice. 
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(Title of Court and Cause) 
{Endorsed}: Filed March 13, 1957. 


PLAINTIFF-APPELLANT’S DESIGNATION 
OF CONTENTS OF RECORD ON APPEAL 


Plaintiff-Appellant, Circus Foods Inc., files the following desig- 
nation of the record and proceedings to be contained in the record 
on appeal, in accordance with the provisions of Rule Tne) of 
the Federal Rules of Civil Procedure: 

(1) The Complaint filed October 12, 1956. | 

(2) The summons showing the return of service on all defend. 
ants. | 

(3) Motion to Dismiss Complaint filed by Defendants, Prank 
Herfort Canning Co., Inc., Lawrence Herfort, and Circus Fruit 
Corporation. 

(4) Motion to Dismiss filed on behalf of Robert C. Watson, 
together with Appendices A and B attached thereto. 

(5) Final Judgment of Dismissal, February 15, 1957. 

(6) Notice of Appeal. 

(7) Bond on Appeal. 

(8) The accompanying statement of pointson appeal. 

(9) This designation of the contents of the record on appeal. 


WILLIAM E. RoLLow 
William E. Rollow 
Attorney for Plaintiff 


302 Commonwealth Building 
Washington 6,D.C. 


HENRY GIFFORD HARDY 
Henry Gifford Hardy 
Counsel for Plaintiff 
410 Mills Building 
San Francisco 4, California 
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(Title of Court and Cause) 


{Endorsed}: Filed March 25, 1957. 
ADDITIONAL DESIGNATION OF CONTENTS OF 
RECORD ON APPEAL UNDER RULE 75 


Appellee, Robert C. Watson, Commissioner of Patents, pursuant 
to the provisions of Rule 75(a) of the Federal Rules of Civil 


Procedure, hereby designates the following additional portions of. 


the Record, Proceedings, and Evidence to be contained in the rec- 
ord on appeal in the above identified civil action: 

1. Points and Authorities attached to Motion to Dismiss 
Complaint brought by defendants, Frank Herfort Canning 
Co., Inc., Lawrence Herfort, and Circus Fruit Corporation. 

2. Points and Authorities attached to Motion to Dismiss 
filed on behalf of Robert C. Watson, Commissioner of 
Patents. 

3. Plaintiffs Memorandum With Points and Authorities 
in Opposition to the Motion to Dismiss the Complaint, dated 
December 6, 1956. 

4. Plaintiff's Memorandum of Points and Authorities in 
Opposition to the Motions of Defendant, The Commissioner 
of Patents, dated December 20, 1956. 

5. Reporter’s Transcript of the hearing on January 4, 
1957 before Judge David A. Pine on defendants’ Motions 
to Dismiss. 

6. Order entered February 15, 1957 granting defendants’ 
Motions to Dismiss and dismissing the complaint. 

7. This additional designation. 


Respectfully submitted, 
C. W. Moore 


Solicitor, U. S. Patent Office 
Attorney for Defendant, 


Robert C. Watson, Commissioner of Patents 
March 25, 1957 








Appendix 
RELEVANT PARTS OF THE PATENT AND 
TRADEMARK STATUTES 


PATENTS 


§ 146. Civil action in case of interference 
Any party to an interference dissatisfied with the decision of the 
board of patent interferences on the question of priority, may have 
remedy by civil action, if commenced within such time after such 
decision, not less than sixty days, as the Commissioner appoints 
or as provided in section 141 of this title, unless he has appealed 
to the United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided. In such suits the 
record in the Patent Office shall be admitted on motion of either 
party upon the terms and conditions as to costs, expenses, and the 
further cross-examination of the witnesses as the court imposes, 
without prejudice to the right of the parties to take further testi- 
mony. The testimony and exhibits of the record in the Patent 
Office when admitted shall have the same effect as if originally 
taken and produced in the suit. ! 
Such suit may be instituted against the party in interest as shown 
by the records of the Patent Office at the time of the decision 
complained of, but any party in interest may become a party to 
the action. If there be adverse parties residing in a plurality of 
districts not embraced within the same state, or an adverse party 
residing in a foreign country, the United States District Court for 
the District of Columbia shall have jurisdiction and may issue 
summons against the adverse parties directed to the marshal of 
any district in which any adverse party resides. Summons against 
adverse parties residing in foreign countries may be served by pub- 
lication or otherwise as the court directs. The Commissioner shall 
not be a necessary party but he shall be notified of the filing of the 
suit by the clerk of the court in which it is filed and shall have 
the right to intervene. Judgment of the court in favor of the right 
of an applicant to a patent shall authorize the Commissioner to 
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issue such patent on the filing in the Patent Office of a certified 
copy of the judgment and on compliance with the requirements of 
law. July 19, 1952, c. 950, § 1, 66 Stat. 803. 


TRADEMARKS 
§ 1071. Appeal to courts; review; election of remedies; Com- 
missioner as party 

Any applicant for registration of a mark, party to an interfer- 
ence proceeding, party to an opposition proceeding, party to an 
application to register as a lawful concurrent user, party to a 
cancelation proceeding, or any registrant who has filed an affidavit 
as provided in section 1058 of this title, who is dissatisfied with 
the decision of the Commissioner may appeal to the United States 
Court of Customs and Patent Appeals or may proceed under sec- 
tion 63 of Title 35, as in the case of applicants for patents, under 
the same conditions, rules, and procedure as are prescribed in the 
case of patent appeals or proceedings so far as they are applicable: 
Provided, That any party who is satisfied with the decision of the 
Commissioner shall, upon the filing of an appeal to the Court of 
Customs and Patent Appeals by any dissatisfied party, have the 
right to elect to have all further proceedings under section 63 of 
Title 35, by election as provided in section 59a of Title 35. The 
Commissioner of Patents shall not be a necessary party to an inter 
partes proceeding under section 63 of Title 35, but he shall be 
notified of the filing of the bill by the clerk of the court in which 
it is filed and the Commissioner shall have the right to intervene 
in the action. July 5, 1946, c. 540, Title I, § 21, 60 Stat. 435. 


aS amended in 1952, see page 33. 
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§ 1071. Appeal to courts; review; election of remedies; Com- 
missioner as party 


Any applicant for registration of a mark, party to an interfer. 
ence proceeding, party to an opposition proceeding, party to an 
application to register as a lawful concurrent user, party to a'can- 
celation proceeding, or any registrant who has filed an affidavit 
as provided in section 1058 of this title, who is dissatisfied with 
the decision of the Commissioner may appeal to the United States 
Court of Customs and Patent Appeals or may proceed under sec- 
tions 145 and 146 of Title 35, as in the case of applicants for 
patents, under the same conditions, rules, and procedure as are 
prescribed in the case of patent appeals or proceedings so far as 
they are applicable: Provided, That any party who is satisfied with 
the decision of the Commissioner shall, upon the filing of an 
appeal to the Court of Customs and Patent Appeals by any, dis- 
satisfied party, have the right to elect to have all further proceed- 
ings under section 146 of Title 35, by election as provided in sec- 
tion 141 of Title 35. The Commissioner of Patents shall not be a 
necessary party to an interpartes proceeding under section 146 of 
Title 35, but he shall be notified of the filing of the bill by the 
clerk of the court in which it is filed and the Commissioner shall 
have the right to intervene in the action. As amended Jay 19, 
1952, c. 950, § 2, 66 Stat. 814. 








BRIEF AND APPENDIX FOR APPELLEE, - 
ROBERT C. WATSON, COMMISSIONER OF PATENTS 





United States Court of Appeals 
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Appeal from the Judgment of the United States 
District Court for the District of Columbia 


CLARENCE W. MOORE, 
Solicitor, United States Patent Office, 
Attorney for Appellee, 
Robert C. Watson, Commissioner of Patents. 











Appeal No. 13,830 
STATEMENT OF QUESTIONS PRESENTED 


In the opinion of appellee, Robert C. Watson, Com- 
missioner of Patents, the two questions presented for 
determination of this appeal are: 


1. In view of the assignment by Frank Herfort 
Canning Co., Inc., to Circus Fruit Corporation, of the 
application for trademark registration that appellant, 
Circus Foods, Inc., opposed in the Patent Office, were 
Frank Herfort Canning Co., Inc., and its alleged alter 
ego, Lawrence Herfort, adverse parties within the 
provision of 35 U.S.C. 146 that “If there be adverse 
parties residing in a plurality of districts not em- 
braced within the same state, * * * , the United States 
District Court for the District of Columbia shall have 
jurisdiction,” in a civil action brought in that court 
by appellant-opposer naming all the others as de- 
fendants. 

2. Where the mark presented in an application for 
trademark registration finally is refused registration, 
ex parte, in an opposition proceeding in the Patent 
Office, may the opposer have remedy from the dis- 
missal of the opposition under 35 U.S.C. 146. 
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Huited States Court of Appeals | 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 13,830 
Circus Foops, INC., APPELLANT 
Vv. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
FRANK HERFORT CANNING Co., INC., 
LAWRENCE HERFORT, AND 
CIRCUS FRUIT CORPORATION, APPELLEES 


INTRODUCTION 


This is an appeal by Circus Foods, Inc., from an 
Order (Appellant’s Appendix, 24) of the United 
States District Court for the District of Columbia, 
granting two motions to dismiss appellant’s complaint 
(Appellant’s Appendix, 13 and 14), for lack of juris- 
diction, respectively brought by (1) Robert C. Wat- 
son, Commissioner of Patents, and (2) Frank Her- 
fort Canning Co., Inc., Lawrence Herfort, and Circus 
Fruit Corporation. 


COUNTER STATEMENT OF THE CASE 


Appellant, Circus Foods, Inc., was the Opposer in 
a trademark Opposition proceeding, Opposition No. 
31,626, entitled Circus Foods, Inc. v. Frank Herfort 


(1) 
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Canning Co., Inc. (Circus Fruit Corporation, as- 
signee, substituted), in which the Assistant Commis- 
sioner of Patents, acting for the Commissioner, 
handed down an original decision on August 9, 1956, 
reported at 110 USPQ 501, and a decision on recon- 
sideration on September 13, 1956, reported at 111 
USPQ 159. The Assistant Commissioner dismissed 
the opposition of Circus Foods, Inc., to the applica- 
tion for trademark registration, T.-M. Serial No. 
611,179, filed March 12, 1951, assigned to Circus 
Fruit’ Corporation, but, ex parte, refused registra- 
tion, to Circus Fruit Corporation, of the mark pre- 
sented in the application, on three grounds stated. 
Thereupon, Opposer, Circus Foods, Inc., commenced 
the civil action under consideration, Civil Action No. 
4100-56, for review solely of the dismissal of its 
opposition. Circus Foods, Inc.. named Robert C. 
Watson, Commissioner of Patents, Frank Herfort 
Canning Co., Inc., Lawrence Herfort, and Circus 
Fruit Corporation, as defendants. Circus Foods, Inc., 
purported to bring its complaint under 35 U.S.C. 146, 
to which 15 U.S.C. 1071, as amended, makes refer- 
ence. 

In the motion to dismiss he brought, the Commis- 
sioner (Appellee Commissioner’s Appendix, 13 and 
14), asserted (1) that Circus Foods, Inc., was not 
entitled to review of the cited decisions of the As- 
sistant Commissioner dismissing its opposition; (2) 
that under 35 U.S.C. 146, Circus Fruit Corporation 
was the only necessary defendant, and it was not a 
resident of the District of Columbia; (3) that the 
defendants, Frank Herfort Canning Co., Inc., and 





3 


Lawrence Herfort, were not necessary parties to a 
civil action brought under 35 U.S.C. 146; (4) that 
he, the Commissioner, was not a necessary party to 
such a civil action; and (5) that the provision in 35 
U.S.C. 146 permitting the bringing of an action in 
the United States District Court for the District of 
Columbia “If there be adverse parties residing in a 
plurality of districts not embraced within the same 
state” has reference only to adverse parties who are 
also necessary. 

The motion to dismiss brought by the other defend- 
ants (Appellant’s Appendix, 13) was similar, in part, 
to that brought by the Commissioner. 

This appeal followed the granting of the two Mo- 
tions to Dismiss. 


SUMMARY OF ARGUMENT 


1. In view of the finality of the refusal of the 
Assistant Commissioner, ex parte, to register the 
mark presented in the trademark application assigned 
to appellee, Circus Fruit Corporation, appellant, Cir- 
cus Foods, Inc., is not entitled to review by civil action 
under 35 U.S.C. 146 of the dismissal by the Assistant 
Commissioner of its opposition to that application. 

2. Jurisdiction over the civil action by the United 
State District Court for the District of Columbia is 
lacking because there is only one adverse party, Cir- 
cus Fruit Corporation, and not the plurality required 
by 35 U.S.C. 146 in the case of non-resident defend- 
ants. 








4 
ARGUMENT 


1. Appellant, Circus Foods, Inc., concedes (Brief, 
page 1, first paragraph, final sentence) that the civil 
action here under appeal involves no question as to 
the Assistant Commissioner’s refusal to register the 
mark presented in the application, T.-M. Serial No. 
611,179, assigned to Circus Fruit Corporation. The 
refusal of registration on that application has, in 
fact, become final. (See Brief for Appellant, page 
18, third sentence; Appellant’s appendix, 16, first 
excerpt.) Appellant, admittedly (Brief, ibid., penul- 
timate sentence), “brought this civil action to review 
the decision of the Commissioner with respect to the 
dismissal of the Opposition only.” 

Under the reasoning adopted by the Court of 
Appeals of the District of Columbia in Dunlap & Co. 
v. Bettmann-Dunlap Co. (1927), 57 App. D. C. 351, 
23 F.2d 772, appellant is not entitled to such a re- 
view. The appellant in the cited case had opposed 
the registration of three trademarks by the appellee. 
Two grounds of opposition were stated, one involv- 
ing the question, under the trademark law then in 
force, whether the respective goods of the parties 
were of the same descriptive properties. The Court, 
in affirming the decision of the Commissioner of 
Patents, set forth, as follows, the disposition of the 
opposition proceedings in the Patent Office, and its 
view as to the correctness of such disposition: 

“The Examiner of Interferences held that the 
goods on which the marks are used are not of 
the same descriptive properties, but refused reg- 
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istration of the mark on the ground that the 
dominating feature of applicant’s mark is the 
word ‘Dunlap,’ and, being the name of the op- 

r poser company, it could not be appropriated as a 
trade-mark by the applicant. From this de- 
cision the applicant took no appeal; but the op- 
poser appealed to the Commissioner on the 
ground that the Examiner had erred in holding 
that the goods were not of the same descriptive 
properties. 

“The Commissioner refused to review the case 
on the ground that, since the entire proceeding 
is to prevent registration, and the Examiner sus- 
tained the oppositions upon one of the grounds 
urged by the opposer, it amounts to a denial of 
registration, and the opposer in fact has accom- 
plished the result sought, and is accordingly 

J without right of appeal. If the applicant had 
appealed, then the opposer might have, by cross- 
appeal, raised the question which he now urges, 
namely, the similarity of the goods on which the 
marks are used. But, since there was no ap- 

~ peal by the applicant, his right of registration 
is as effectively barred as if the judgment had 
been to sustain the oppositions.” 


The doctrine of the Dunlap case was accepted by 
the Court of Customs and Patent Appeals in Frigi- 
daire Corporation v. Nitterhouse Brothers (1933), 
‘ 20 C.C.P.A. 865, 63 F.2d 123; The Pep Boys v. The 
Fisher Brothers Company (1938), 25 C.C.P.A. 818, 
94 F.2d 204; Frankfort Distilleries, Inc. v. Dextora 
Company (1939), 26 C.C.P.A. 1244, 103 F.2d 924, 
and Pabst-Ett Corp. v. Dr. W. J. Ross Co. (1941), 
28 C.C.P.A. 1164, 120 F.2d 390. Such doctrine was 
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not applied in the case of Hat Corporation of Amer- 
ica v. John B. Stetson Company (1955), 42 C.C.P.A. 
1001, 223 F.2d 485, which appellant cited to the Dis- 
trict Court, but which he does not refer to in his 
brief before this Court. In that case, however, it 
appeared, in the words of the Court of Customs and 
Patent Appeals, that the applicant-appellee was “not 
finally precluded from obtaining registration” if it 
overcame the ex parte objections to registration raised 
by the Assistant Commissioner. 

Appellant’s contentions (Brief, pages 18 to 22) to 
the contrary notwithstanding, the doctrine of the 
Dunlap case, it should be apparent, arises from the 
very nature of an opposition proceeding, and is no 
wise dependent upon the scope of the jurisdiction 
formerly conferred upon this Court and now exer- 
cised by the Court of Customs and Patent Appeals. 
The position of the Commissioner that the opposer in 
an opposition proceeding cannot maintain a civil 
action brought under 35 U.S.C. 146, where regis- 
tration finally is refused on the opposed application 
is, it is submitted, eminently sound, and should be 
upheld by this Court. 

Few remarks seem needed on further specific argu- 
ments advanced by appellant against this position of 
the Commissioner. The comment of the Assistant 
Commissioner which appellant quotes (Brief, page 
20) from The Seven-Up Company v. Qualtop Bever- 
ages, Inc. (1957), 114 USPQ 254, plainly has per- 
tinency solely to the outcome of the opposition pro- 
ceeding under review, and not to the outcome of the 
trademark application opposed. 


er 
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Though, if construed alone, the bare language of 
former Section 4915 R.S., to which appellant refers, 
might seem to have been subject to appellant’s inter- 
pretation (Brief, page 20, final sentence) that it 
“did limit the right to file a civil action to dissat- 
isfied applicants,” the fact is that it required inter- 
pretation in the light of Section 9 of the Trademark 
Act of 1905 (33 Stat. 727; amended, 45 Stat. 1476), 
and was so interpreted by the Supreme Court in 
Baldwin Co. v. Robertson (1924), 265 U.S. 168. See 
also Alexandrine v. Coe (1934), 63 App. D. C. 227, 
71 F.2d 348 and Continental Distilling Corporation 
v. Old Charter Distillery Co. et al. (1950), 88 U. S. 
App. D. C. 78, 188 F.2d 614. The Supreme Court 
concluded that Section 9 authorized resort to action 
under Section 4915 R.S. by (1) “a defeated applicant 
for registration of a trademark”; (2) “a dissatisfied 
party to an interference as to trademark’; (3) “a 
dissatisfied party who has filed opposition to the reg- 
istration of a trademark,” and (4) “a dissatisfied 
party to an application for the cancellation of the 
registration of a trademark.” Hence, Congress by 
35 U.S.C. 146 did not, as appellant would have it 
(Brief, page 21, first sentence), extend to “dissatis- 
fied Opposers,” as a class, a remedy they previously 
entirely lacked. What Congress emphatically did do 
was, in the words of a note to 35 U.S.C.A. 146 (page 
564), prevent “such suits from being filed against the 
Commissioner as a defendant.” 

The decisions of the Assistant Commissioner sought 
to be reviewed by the present civil action do not, of 
course, purport (Brief for Appellant, page 21, first 
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paragraph) “to cancel three of plaintiff’s registered 
trademarks without a hearing” (See Appellant’s Ap- 
pendix, 22). The Patent Office recognizes that trade- 
mark registrations may be cancelled by the Commis- 
sioner without registrant’s consent on an ex parte 
basis only under Sections 8(a) and 8(b) of the 
Trademark Act of 1946 (15 U.S.C. 1058a and 
1058b) ; that, otherwise, the Commissioner is author- 
ized to cancel registrations on the Principal Register 
without registrant’s consent only as the result of an 
inter partes cancellation proceeding or an inter partes 
interference proceeding (Sections 14 and 16; 15 
U.S.C. 1064 and 1066) and to cancel registrations on 
the Supplemental Register without registrant’s con- 
sent only as the result of an inter partes cancellation 
proceeding (Section 24; 15 U.S.C. 1092). 

2. For the United States District Court for the 
District of Columbia to have cognizance of the civil 
action'on appeal under 35 U.S.C. 146, it was req- 
uisite that the parties joined as defendants include 
“adverse parties residing in a plurality of districts 
not embraced within the same state”. Appellant so 
admits (Brief, page 12, first paragraph). 

The fact is that there is only one adverse party 
defendant, to wit: Circus Fruit Corporation. Appel- 
lant, belatedly, concedes (Brief, page 23, second para- 
graph) that the “Commissioner of Patents is not an 
adverse party for purposes of establishing a plurality 
of defendants for jurisdictional purposes,” as he 
must need do in view of the decision in Chris Laga- 
nas Shoe Company v. Watson (1955), 95 U. S. App. 
D. C. 324, 221 F.2d 881. Frank Herfort Canning 
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Cu., Ine., is not a necessary party to the civil action 
under 35 U.S.C. 146, and this Court in its decision 
in the Chris Laganas case specifically states that for 
the jurisdictional purposes of the quoted portion of 
Section 146 “only necessary parties can be ‘adverse’ ”’. 
The same holds true, of course, for Lawrence Her- 
fort, whom appellant denominates (Brief, page 17, 
final paragraph) the “alter ego” of Frank Herfort 
Canning Co., Inc. 

Frank Herfort Canning Co., Inc., could be no more 
than a formal party defendant. Its position is that 
of assignor to Circus Fruit Corporation of the ap- 
plication for trademark registration, T.-M. Serial No. 
611,179, which appellant, Circus Foods, Inc., op- 
posed in the Patent Office (See Appellant’s Appen- 
dix, 4, paragraph (12), first sentence; paragraph 
(13), first sentence). Such an assignor can not be 
joined with his assignee to provide the plurality of 
non-resident defendants required to bring suit under 
35 U.S.C. 146 in the United States District Court 
for the District of Columbia. This is not only the 
rule of Standard Oil Company (Indiana) v. Pure Oil 
Company et al. (D.C. D.C. 1937), 19 F. Supp. 833, 
cited by appellant (Brief, page 13), but it is also 
the sense of the rule of the cases cited in the Chris 
Laganas decision of this Court. See also Nakken 
Patents Corp. v. Westinghouse Electric and Manu- 
facturing Co. (1937), 21 F. Supp. 337. 

If it be true, as appellant (Brief, page 13, final 
paragraph) alleges, that said assigned trademark 
application “is not in issue in this action’, then its 
complaint, for this further reason, provides no basis 
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for jurisdiction of the District Court. The statute, 
15 U.S.C. 1071, does not confer sweeping jurisdic- 
tion. In permitting a “party to an opposition pro- 
ceeding” to seek review by civil action of the decision 
of the Commissioner in that proceeding under 35 
U.S.C. 146, the trademark statute necessarily con- 
templates that the whole subject matter of that pro- 
ceeding, the opposed application for trademark reg- 
istration, must need be in issue in the civil action. 
Compare the language of this Court in the Chris 
Laganas case, a case which also arose out of an op- 
position proceeding in the Patent Office, referring to 
“The Trade-Mark Act, which permits suits for reg- 
istration of trade-marks to be brought under the 
Patent Act, 35 U.S.C. § 146 * * *” Appellant’s whole 
difficulty has been that it has all along sought to en- 
large the jurisdiction of the District Court beyond 
the bounds of the statutes, and the District Court so 
advised appellant (Appellee Commissioner’s Appen- 
dix, 15). 

The Commissioner suggests that he never admitted 
that the decision of the Assistant Commissioner in 
Frank Herfort Canning Co., Inc. v. Circus Foods, 
Inc., 110 USPQ 498, is “a part of the present ac- 
tion”, as appellant seemingly alleges (Brief, page 15, 
paragraph (c)). The Commissioner stated merely 
(Appellant’s Appendix 16, 17) that said decision is 
“tied together” with the decision in Circus Foods, 
Inc. v. Frank Herfort Canning Co., Inc. (Circus 
Fruit Corporation, assignee, substituted), 110 
USPQ 501. The latter decision makes reference 
at 110 USPQ 502 to the former. There is “a com- 
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panion suit pending” from the ex parte refusal to 
register the mark presented in the application of 
Circus Foods, Inc., that was considered in the former 
decision (Appellant’s Appendix, 14 and 15). With 
respect to this matter, the Brief for Appellant, ai 
another place (page 5, final paragraph), states: 


“* * * On the ex parte refusal to register plain- 
tiff’s trademark application, plaintiff filed an- 
other civil action under the companion statutory 
provisions 35 U.S.C. § 145 involving only a dis- 
satisfied applicant. That decision forms no part 
of the matters to be reviewed herein (Appel- 
lants App. 14-15). * * *” 


CONCLUSION 


For the reasons given, it is submitted that the ac- 
tion of the District Court in dismissing the complaint 
for lack of jurisdiction was clearly correct and should 
be sustained. 


Respectfully submitted, 


CLARENCE W. MOORE, 
Solicitor, United States Patent Office 
Attorney for Appellee 
Robert C. Watson, Commissioner of Patents 


September, 1957 
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Points and Authorities Attached To Motion To Dismiss 
Brought By Robert C. Watson, Commissioner of Patents 


1. Plaintiff, Circus Foods Inc., by this civil action, 
seeks to have the Court review the two decisions of 
the Commissioner of Patents in Trademark Opposi- 
tion No. 31,626, entitled Circus Foods, Inc. v. Frank 
Herfort Canning Co., Inc. (Circus Fruit Corpora- 
tion, Sarasota, Fla., assignee substitute). A photo- 
copy of the original decision dated August 9, 1956, 
as reported at 110 U.S.P.Q. 501, is attached to this 
motion as Appendix A, while a photocopy of the de- 
cision upon request for rehearing and reconsideration 
dated September 13, 1956, as reported at 111 USPQ 
159, is attached hereto as Appendix B. By said de- 
cisions, the Commissioner dismissed the opposition of 
plaintiff to an application for trademark registra- 
tion, T.-M. Serial No. 611,179, but ex parte refused 
registration of the mark presented in the application 
on three grounds stated. 

2. Defendant, Circus Fruit Corporation, whose said 
application was involved in the above-identified op- 
position, has not sought review of the ex parte refusal 
of the Commissioner of Patents to register the mark 
presented for registration in that application. The 
refusal of registration, accordingly, has become final. 
Plaintiff is not entitled to review of the decisions of 
the Commissioner so refusing registration and dis- 
missing its opposition. 

Dunlap & Co. v. Bettmann-Dunlap Co., 57 App. 
D. C. 351; 23 F.2d 772 

Frigidaire Corporation v. Nitterhouse Brothers, 
20 CCPA 865; 63 F.2d 123 

The Pep Boys v. The Fisher Brothers Company, 
25 CCPA 818; 94 F.2d 204 

Frankfort Distilleries, Inc. v. Dextora Company, 
26 CCPA 1244; 103 F.2d 924 
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Pabst-Ett Corp. v. Dr. W. J. Ross Co., 28 CCPA 
1164; 120 F.2d 390 
3. If it be assumed that this civil action was, as 
alleged in the complaint, brought under 35 U.S.C. 
146, to which 15 U.S.C. 1071 makes reference, then 
Circus Fruit Corporation is the only necessary de- 
fendant. It is not a resident of the District of Colum- 
bia. 
4. Defendants, Frank Herfort Canning Co., Inc., 
and Lawrence Herfort, are not necessary parties to 
a civil action brought under 35 U.S.C. 146. 


Standard Oil Company v. Pure Oil Company, et 
al., 19 F. Supp. 833 

Coe v. Hobart Mfg. Co., 70 App. D. C. 2, 102 
F.2d 270 


5. The Commissioner of Patents, Robert C. Wat- 
son, is not a necessary party to a civil action brought 
under 35 U.S.C. 146. 


Chris Laganas Shoe Company v. Watson, Com- 
missioner of Patents, et al., 95 U.S. App. D. C. 
324; 221 F.2d 881 


6. The provision in 35 U.S.C. 146 permitting the 
bringing of an action in the United States District 
Court for the District of Columbia “If there be ad- 
verse parties residing in a plurality of districts not 
embraced within the same state” has reference only 
to adverse parties who are also necessary. 


Chris Laganas Shoe Company v. Watson, Com- 
missioner of Patents, et al., supra 
7. Plaintiff is not entitled to bring a civil action 
under 35 U.S.C. 145, to which 15 U.S.C. 1071 fur- 
ther makes reference. The remedy by civil action 
against the Commissioner of Patents in the United 
States District Court for the District of Columbia, 
there accorded, is limited to applicants. 
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Further Excerpts from Proceedings Had Before 
Judge David A. Pine on January 4, 1957 


Pages Nos. 50-51. 

The Court: I don’t know of any authority for 
that. I can’t mandamus the Commissioner to change 
his decision. 

Mr. ROLLOW: Your Honor, under Section 146, it 
is my understanding that this Court has the author- 
ity to correct the record of the Commissioner of 
Patents. 

The CourT: Where? 

Mr. RoLLOW: Whereas, under Section 145, it can 
request registration to be issued. 

The CourT: Now I see. Where does that appear, 
correct records? 

Mr. ROLLOW: Your Honor: 

The Court: I can tell the Commissioner how to 
decide cases? I didn’t know I was that powerful. 
You show me that. 

Mr. RoLLow: Your Honor, the basis I rely on for 
that statement is Section 1071 of the Code—No, Your 
Honor, it is not contained specifically in that either, 
but that section with Section 146 has been construed 
to give this Court the power to go into not only the 
question of priority and registerability but in all mat- 
ters affecting the trade-marks. It is all-inclusive, 
and we feel that that extends, as Mr. Moore has ad- 
mitted it covers the whole works, to allow this 
Court—— 

The CourT: Yes, grounds for registration, but you 
are not an applicant in the case, but you would be in 
146. 

Mr. RoLLow: No, Your Honor, we are not an ap- 
plicant. 

The CourT: There is where your difficulty is. 


TG. 5. GOVERNMENT PRINTING OFFICE: 1957 438081 331 
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By curious coincidence, the statement of the two questions 
presented to the Court for review, as set out at the beginning of 
the Commissioners’ Brief, corresponds in substance to questions 
(1) and (2) of the Statement of the Questions Presented at the 
beginning of plaintiff's brief, and in the same order. The Com- 
missioner’s Brief argues these questions in reverse order. 

The real parties in interest here, the Frank Herfort Canning 
Co., Lawrence Herfort, and Circus Fruit Corporation, have not 
bothered to file briefs. This brief is in reply to that filed by the 
Commissioner of Patents, who is conceded not to be a necessary 
party hereto. 


PLAINTIFF'S REPLY TO THE COMMISSIONER'S ARGUMENT 
DIRECTED TO QUESTION NO. 2 PRESENTED TO THIS 
COURT FOR REVIEW. 

The second of the questions presented to this Court for review 
by the Commissioner is argued first in his brief (Brief, p. 4), and 
urges that the doctrine of Dunlap & Co. v. Bettman-Dunlap Co., 
57 App. D.C. 351; 23 F.2d 772, should be adopted as the rule 
of law to be applied by the District Court in this case. What then 
is the rule of the Dunlap Case? The rule is that if an opposition 
is dismissed on the merits and the application involved is refused 
on ex parte grounds, “the opposer in fact has accomplished the 
results sought, and is accordingly without right of appeal.” 

Such a doctrine can only be acceptable where there is a single 
statutory issue to be decided, i.e., applicant’s right to register its 
trademark. Plaintiff has conceded that this doctrine is the holding 
of the Court of Customs and Patent Appeals, which is an admin- 


istrative tribunal having power to grant only the statutory relief. 
Plaintiff has also conceded that this was the holding of the 
District Court when it was an administrative tribunal and had 
the same jurisdiction as the Court of Customs and Patent Appeals 
now has, which was the situation when the Dunlap Case was 
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decided (Appellant’s App. 18-19). The Commissioner does not 
dispute the fact that the Court of Customs and Patent Appeals is 
an administrative tribunal of restricted and limited power, which 
can grant relief in oppositions only to the extent of the statutory 
grant of a trademark registration. Plaintiff's position is just this, 
that the District Court of the District of Columbia, as presently 
constituted, is a court of general jurisdiction. Being a court of 
general jurisdiction, in reviewing acts of administrative depart- 
ments of the government, it is not restricted to the record before 
the department resulting in the ruling complained of, but permits 
a trial de novo and grants relief within the ambit of Title 28 
USC, Judiciary and Judicial Procedure. The statute plainly states 
that any dissatisfied party may file an action to review the decision 
of the Commissioner, and there is no reason of statutory con- 
struction or otherwise to withhold any portion of this relief. 

The Commissioner contends (Brief, p. 6) in support of its 
adoption here, that the doctrine of the Dunlap case is eminently 
sound and arises from the very nature of the opposition pro- 
ceeding. Let us examine the present case in this light. 

Take, for example, the holdings with respect to plaintiff’s three 
trademark registrations, Nos. 260,343, 360,756 and 424,245, 
where the Commissioner held (110 USPQ 501, 502): 

“The registrations will therefore not be considered in arriv- 
ing at the decision here.” 


Why was plaintiff denied the right to rely on such registrations 
which it had asserted? The Opinion answers this with directness. 
The Commissioner held these registrations to be invalid and in 
effect cancelled them, using the following language (p. 502): 

“In a companion case decided concurrently herewith entitled 
Frank Herfort Canning Co. v. Circus Foods Inc., 110 USPQ 
498, it is held that Circus Foods has abandoned such rights 
as it may have acquired in the mark and registration of 
‘Circus’ for popcorn [No. 360,756} and ‘Circus Animals’ for 
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candy and chocolate [No. 260,343}; and it having been held 
in the companion case that the registration ‘Circus’ for nuts, 
peanut butter, peanut oil and potato chips [No. 424,245] 
was obtained as the result of a conspiracy between Herfort, 
Circus Foods, and their attorneys to misrepresent facts and 
mislead the Patent Office in obtaining the registration to 
which neither was entitled, Circus Foods may not rely on 
such registration for any purpose, either in this proceeding 
or otherwise.” 


It is fundamental and in the very nature of the opposition 
proceeding that opposer’s registered trademarks are not subject 
to attack and their validity is not in issue. 

Ruth Candy Co., Inc. v. The Curtis Candy Co. (CCPA), 
49 F.2d 1033; 9 USPQ 452, at 454. 


Schnur & Cohan, Inc. v. Academy (CCPA), 223 F.2d 478; 106 
USPQ 181 at 185, where the Court stated: 
“sk * %* the court proceeded in accordance with the long 
established rule of procedure that the validity of an original 
owner’s mark cannot be challenged in an opposition proceed- 
ing.” 


In spite of this, and in spite of the fact that validity of plaintiff's 
registrations was not in issue on the appeal to the Commissioner, 
nevertheless the opinion in this opposition holds these three regis- 
trations invalid and effectively cancels them. Such holdings are 
contrary “to the very nature of an opposition proceeding.” 

On appeal to the Commissioner in opposition proceedings such 
as this, the appellate tribunal is not given the power to find facts. 
However, as will be observed from the decision of the Commis- 
sioner appealed from, the Commissioner found facts which were 
not in issue by the pleadings, which were not discussed or briefed 
by the parties, and which were in no way involved in the appeal. 
Such findings and the holdings based thereon are not only con- 
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trary “to the very nature of an opposition proceeding,” but are 
contrary to the established rule that appellate tribunals are not 
given the power to find facts. Hutchens v. Faas, ...... F.2d...........3 114 
USPQ 209 (CA 9): 

“Since the District Court confined itself to the question of 

infringement, this Court will rule on that question only. We 

are not given power to find facts, as trial courts are.” (p.210) 


More examples could be cited from this opinion, but if it can be 
said that the doctrine of the Dunlap case arises from the very 
nature of an opposition proceeding (which plaintiff denies), then 
it is equally true that the doctrine has no application in the present 
circumstance. 

The Commissioner (Brief, p. 7) in endeavoring to show that 
Congress in 35 USC § 146 did not extend to dissatisfied opposers 
as a class, a remedy they lacked previously, referred to the opinion 
of the Supreme Court in Baldwin Co. v. Robertson (1924), 265 
U.S. 168, which established that a dissatisfied opposer, insofar as 
trademarks were concerned, was intended by Congress to have 
the same rights as a dissatisfied applicant for a patent in the appeal 
to the courts. Mr. Chief Justice Taft there held (p. 179): 

“The present case presents this difference. The defeated party 
in the hearing before the Commissioner is not asking 
registration of a trademark, but is seeking to prevent the 
cancellation of trademarks already registered. Section 9 pro- 
vides for appeal to the District Court of Appeals ot only for 
a defeated applicant for registration of a trademark, but also 
for a dissatisfied party to an interference as to a trademark, 
a dissatisfied party who has filed opposition to the registra- 
tion of a trademark and a dissatisfied party to an application 
for the cancellation of a registration of a trademark.” (Em- 
phasis supplied.) 


Thus, we find no less an authority than the Supreme Court 
holding—as plaintiff here urges—that under R.S. 4915 a dissatis- 
fied opposer in a trademark opposition has the same right to file 
a bill in equity as a defeated applicant for a patent. Jurisdiction 
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of the Supreme Court of the District of Columbia was therefore 
sustained. The same argument was made there as is here made 
by the Commissioner, that the Supreme Court of the District of 
Columbia, although one of general equity jurisdiction, was with- 
out power to entertain a bill in equity filed by a dissatisfied opposer 
(applicant for cancellation). The argument was refused there and 
the jurisdiction was sustained, as it should be here. 

Since, as the Commissioner himself has urged, the Supreme 
Court has held that a dissatisfied opposer does have the right to 
file a civil action to review the decisions of the Commissioner of 
Patents, this Court is asked by the Commissioner to overrule the 
Supreme Court in the adoption of the Dunlap case doctrine. The 
Commissioner has completely answered his own argument. 

The Commissioner’s brief states (Brief, pp. 7-8) that the deci- 
sions of the Assistant Commissioner here involved, do not purport 
to cancel three of plaintiff's registered trademarks without a 
hearing. The argument is that the Commissioner has no authority 
to cancel registrations on the Principal Register without registrant’s 
consent, except as the result of an inter partes cancellation proceed- 
ing, which admittedly is not the situation here. Nevertheless, and 
despite the lack of authority, we do have the holding in this case 
with respect to plaintiff's registered trademarks (110 USPQ 501, 
at 502), that as to registrations No. 260,343 and No. 360,756, 

“Circus Foods has abandoned such rights as it may have 
acquired in the mark(s) and registration(s)”’; 


and as to registration No. 424,245, since it was 
‘“k * * obtained as a result of a conspiracy * * * Circus 
Foods may not rely on such registration for any purpose, 
either in this proceeding or otherwise.” 


If this is not cancellation of these registrations, then certainly it is 
an effective and complete substitute therefor. 

It is undisputed that no hearing of any kind was ever held with 
respect to findings by the Commissioner with respect to abandon- 
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ment, conspiracy, misrepresentation of facts, or the purposeful 
attempt to mislead the Patent Office, as no such questions were 
ever in issue or raised by the pleadings herein. These questions 
were not even mentioned until the findings appeared for the first 
time in the Commissioner's opinion. The injustice to plaintiff and 
the damage to plaintiff's property are apparent. 

It is precisely this overreaching of authority which makes nec- 
essary the filing of plaintiff's action under 35 USC § 146 and the 
review by the courts. 


PLAINTIFF'S REPLY TO THE COMMISSIONER'S ARGUMENT 
CONCERNING THE FIRST QUESTION PRESENTED TO THIS 
COURT FOR REVIEW. 

The Commissioner’s argument with respect to the first question 
presented commences on page 8. There is no disagreement as to 
the facts set forth by Plaintiff in its brief (Appellant’s Brief, pp. 
14-17). The defendants really concerned, the Frank Herfort Can- 
ning Co. and Lawrence Herfort, have filed no answering brief and 
the time has now passed for filing a brief. Likewise, Circus Fruit 
Corporation has filed no answering brief and the time for so doing 
has now passed. 

The Commissioner's Brief states (p. 9) that the Frank Herfort 
Canning Company, Inc., could be no more than a formal party 
because it is merely an assignor to Circus Fruit Corporation with 
respect to trademark application Serial No. 611,179. This assignor- 
assignee relationship exists only with respect to this one applica- 
tion. Plaintiff has already conceded the fact that this application 
was assigned by the Frank Herfort Canning Company to Circus 
Fruit Corporation. The Commissioner (Brief, p. 4) agrees with 
plaintiff that the complaint does not raise any issue involving the 
ex parte refusal of this trademark application and that this matter 
is not before this Court. Accordingly, this relationship based only 
on this application is not before this Court. Since the relationship 
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of assignor-assignee is not here involved, it cannot be relied upon 
to make the Frank Herfort Canning Co. a mere formal party. 

At the bottom of page 9 of the Commissioner’s Brief, it is stated 
that if plaintiff is correct that the assigned trademark application 
Serial No. 611,179 is not here in issue (and it is not), still the 
Complaint provides no basis for jurisdiction, and again takes 
refuge in the unsound contention that an opposer should be denied 
the review of the Patent Office decision in the courts under 35 USC 
146, and contrary to the holding of the Supreme Court in Baldwin 
Co. v. Robertson, supra, p. 4. Plaintiff has never contended that 
Title 35 USC § 146 contemplates a sweeping review of the entire 
opposition on an all-or-nothing basis, as the Commissioner seems 
to imply (Brief, p. 10). Obviously, Opposer cannot appeal on the 
ex parte rejection of the applicant’s registration, and can only 
appeal and seek review with respect to inter partes issues. An 
appeal does not require a review of all of the issues, but only those 
relied upon. Plaintiff's complaint herein does not and cannot, 
therefore, sweepingly bring in “the whole subject matter of the 
{opposition} proceeding.” The statute does not carry any such 
implication and to ascribe any such meaning seems unwarranted 
either in logic or in fact. 

The Commissioner’s Brief (p. 10) takes exception to plaintiff's 
statement that the decision in Frank Herfort Canning Co., Inc. 
v. Circus Foods, Inc., 110 USPQ 498, is a part of the present action. 
The Solicitor for the Commissioner does confess, however, that he 
stated this decision and its concurrent decision, Circus Foods Inc. 
v. Frank Herfort Canning Co., Inc., 110 USPQ 501, were “tied 
together.” 

To be sure, the Solicitor did say that they were “tied together” 
(Appellant’s App. 16, last line). However, this was not the 
precise quotation to which plaintiff had reference. The District 
Court, on two separate occasions, asked for and ordered this 
opinion to be a part of this record, once when the Solicitor was 
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addressing the Court (Appellant’s App. 16, excerpt from tran- 
script p. 11) and once when Mr. Jacobi was addressing the Court 
(Appellant’s App. 15, excerpt from transcript p. 14). The Solicitor 
for the Commissioner stated that he had no objection to this 
opinion being made a part of this case and it was so ordered 
(Appellant’s App. 15). These excerpts, including the conceded 
Statement that the opinions were “tied together,” make it abun- 
dantly clear that this concurrent opinion is admittedly a part of 
this record, thoroughly establishing the truth and accuracy of 
plaintiff’s statement. It is believed that the words “‘tied together” 
as used by the Solicitor mean precisely what they were intended 
to mean at the time they were said (Appellant’s App. 16-17)— 
inseparable and unified in a single package, as indeed this is the 
fact, for both opinions were based upon the same testimony and the 
identical record. To now contend that the phrase “tied together” 
means something less, appears to be a mere exercise of semantics, 
without substance. 

The Commissioner admonishes plaintiff (Brief, p. 10), stating 
that its ‘whole difficulty has been that it has all along sought 
to enlarge the jurisdiction of the District Court beyond the bounds 
of the statutes.” On the contrary, plaintiff is merely seeking to 
establish the rights given it by statute and confirmed by the 
Supreme Court. Plaintiff is not asking the District Court to require 
the Commissioner to change the decision, nor is plaintiff asking 
the District Court to tell the Commissioner how to decide his 
cases, as the Commissioner suggests (Brief, p. 10). What plaintiff 
seeks and hopes to secure here is to set aside the action of an 
administrative department and to secure the purpose of the statute 
as expressed by the Supreme Court in Morgan v. Daniels, 153 US. 
120, at page 124, where it is stated: 

“But this is something more than a mere appeal. It is an 


application to the Court to set aside the action of one of the 
executive departments of the government.” ; 
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and by the District Court for the District of Columbia in Evans v. 
Watson, 142 F.Supp. 225; 110 USPQ 478, where the court held: 
“This case, however, exemplifies the basic reason for the 
‘remedy by civil action’ allowed by Section 145. It is the 
intent of that Section to keep the administration of the Patent 
Law from becoming too technical; to conserve the original 
purpose of the law.” 


Plaintiff seeks only this. 


THE COMMISSIONER IS A PROPER PARTY BUT NOTA 
NECESSARY PARTY HERETO. 

The Commissioner makes no reply to plaintiff's question (3) 
which is here presented, to the effect that even though the Com- 
missioner is not a necessary party under the terms of Title 35 USC 
§ 146, nevertheless he is a proper party hereto, but may not be 
counted as an adverse party for the purposes of establishing a 
plurality of defendants for jurisdictional purposes. Apparently the 
Commissioner accepts the validity of plaintiff's position. 


CONCLUSION 

Question No. 1 presented by the Commissioner involves the 
plurality of defendants other than himself. It is reasonable to con- 
clude that the real parties in interest on this point agree that 
plaintiff's appeal is well-founded, because of their failure to file 
a brief. Even the Commissioner in making the argument takes no 
issue with the facts presented by plaintiff. 

Question No. 2 presented by the Commissioner and urging the 
adoption of the doctrine of the Dunlap case has been completely 
answered by the Commissioner's own argument. The Commis- 
sioner points out that Title 35 USC § 146 adds nothing new so far 
as a dissatisfied opposer is concerned, because ever since the 
decision of the Supreme Court in Baldwin Co. v. Robinson, 265 
U.S. 168, a dissatished opposer has had the same right to file a 
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civil action in the courts under R.S. 4915, as a dissatisfied applicant 
for a patent. This Court should not be called upon to overrule the 
Supreme Court. 

Clearly, plaintiff's appeal here is well-founded and the order 
of the District Court dismissing the complaint for lack of juris- 
diction should be reversed and the case remanded for further pro- 
ceedings. 

Respectfully submitted, 


HENRY GIFFORD HARDY 
WILLIAM E. RoLLow 


Counsel for Plaintiff-Appellant 


San Francisco, California 
September 20, 1957 
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